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6,3.1 Scope of this Part and interpretation

( l )  [ ' t r is  Part  appl ies to al l  inrel lecrua. l  property c la imr;  rncJuding -
(a) r,r:gisterecl intellectual property riSJhts such as _

( i )  pa ten ts ;

i i i )  reg is te red  des ig r rs ;  and
r ri i i) registered trade marks; and

ib t unregistered intell,:ctual property rights such as _
( i )  copyr ight ;
( i i  t  des ign  r igh t ;
( i i j )  the r ight  to p,1g.sgnt passing cf f ;  anc- l
( i r ' )  the other r ights set  out in pract ice Direct ion 63.

ti,Z) Irr this Part -

ta )  ' the  
1977 Ac t '  meerns  the  pa ten ts  .Ac t  19771;

(b )  ' the  
1988 Ac t 'me?rns  the  copvr igh t ,  Des ig rLs  and pa ten ts  Ac t  lgg3z ;

(c)  ' t lhe 
1994 Act '  mearns the Trade Mtarks Act 19943:

(d )  
' t l : re 

Comptrol ler '  means the Comptrol ler  General  of  Patents,  Designs and Trade Marks;
le)  'patent 'means 

a patent under the 1977 Act or a sLrpplementary protect ion cert i f icate granterC
bV the Patent Off ic-e under Art ic le l0( l )of  Clounci l  Regulat ion (EEC) No. 176E',1g24 or of
Rr ' :gulat ion (EC) No. I  610196 o1' the Europeran Par l iament and the Counci l -5 ancl  includes eLn.y
application for a patent or sr_rpplementary Frrotection certif icate;

'1f l  'Patents 
Court '  n leans the Patents Court  of  the High Court  const i tuted as part  of  the Chancery

[  )  iv is ion bv sect ion 6 i  l  )  of  the senior courts;  Act  ]  9816;
'g)  I - r i : l te l l ts  col tntv court 'means a co,unty court  designatecl  as a patents county court  under

se : t ion  287( t )  o f  t ,he  1988 Ac t ;
(h )  'p i r ten ts  jL rdge 'meerns  a  person nominatec l  r inc - le r  sec t ion  2g l ( r )  o f  the  lg8g Ac t  as  the  pa ten ts

luCge of  a patents corrnt_v court ;
i ,  i )  r : r rn i t ted

' ,  j )  ' the 
register '  mean. ' ;  rvhichever o1' the fo l lon, i rLg ret isters is appropr iate -

( i )  Patents maint ; r ined bv the r l lcn-rptrol ler  under sect ion 32 of  the 1977 Act,
( i i )  designs maint ; , r ined b1' the . reqistrar under sect ion 17 of  the Registered Des gns Act 1\)49t: ;
f  i i i . i  t rade nlarks maintained by the resistrar uncler sect ion 63 of  the 1994 Act,
( i t  )  ( lomnluni tv t rade marks maintained b, , '  the Off ice for  Harmonisat ion in t t re Internal

N' larket  under Art ic le 83 of  C.ctrnci l  Requlat ion (EC) No. 4019,18:
(v)  Communit l 'designs maintainec. i  br . the C)f f ice fbr  Harrnonisat ion in the Inr .L.1ni1l  \ , {ar f tet

t rnder Art ic le 72 of  counci l  R.egulat ion (EC) ) ,Jo.  612002e; and
( r ' i )  p lan t  var ie t ies  main ta ined bv  the  Cont ro l le r  under  regu la t ion  l2  o f  the  P lan t  Breeders '

I t ights Regulat ions 199g" ' ;  ,1n,C
( l i t  ' the  

reg is t ra r '  means - -

( i )  the registrar oI  t rac]e ntarks;  c,r
( i i )  the  reg is t ra r  o I  r i :g is te red  des igns ,

I  l t )7 i  c .  ) i7.

2 I  ! )88 : .  1,8.
3 I  ! r94 : .  t6.
.4  r : ) l  No  I  l  8 l ,  2 .7  1  992 ,  p .  t  .
5  ( : ) l  N o  L L 9 f i , 8 . 8  t 9 9 t r ,  p . 3 0
6  I  98  I  , : .  l i 4 .
7  1949  , : .  l l 8 .
8  ( ) l  N r r  I  I  l .  4 .  t . 1 9 9 4 ,  p . l .
t )  O J  N o  I  i ,  - . . l . J t ) 0 1 .  p . J .
l 0  : i  { .  1 q 9 8 ,  1 0 1 7 .



rvhichever is appropr iate.

(3) ( l la inrs to whi , :h th is part  app, l ies are al located to the mult i_track.

] PATTNTS AND REGISTERED DIISIGNS

(t3.2, Scope of Section I and allocation

( l )  l ' h is  Sec t ion  app l ies  ro  -
(a, t  any c la in-r  und,er -

( i )  the 1977 A.c, t :
( i i )  the Registered Designs A,: t  1949;
( i i i )  the Defence Contracts Act l95gr;  and

(tr)  any c la im relat ing ro -

( i )  Clommunity registered de:signs;
( i i )  semicondlrctor topograptry r ights;  or
( i i i )  p lan t  var i , : t ies .

(2) Claims to which this Sect ion appl ies must be startecl  in -
( ; r . )  the Patents Court ;  or
( l r )  a patents counry courr .

611,3 Specialist l ist

Claims in the Patents Cor-rr t  and a patents countv court  form special ist  l is ts for  the pr-Lrpose of
I  a ^  F

r u t e  J U . l .

6:y.4 Omitted

6ii.5 Starting the claim

Cli i ims to rvhicl-r this Section applies mus1, be started_
{aL)  bv  a  Par t  7  c la im fo rm;  o r
tb ' )  in er ist ing procee( l ings under part  20.

6:1.6 Claim for infi{ngement or r:hallenge to va.tidity of a patent or registered desig^

A statenlent of  case in a c la i rn for  infr inqcment or a c la in-r  in rvhich the r ,a l i ,J i ty of  a paLtent or
registered design is chal lenseci  ntust  contain part iculars as set  out in Pract icr :  Direct ionL 6.1.

63tit.',7 Defence and reply

Part  15 appl ies rv i th the modif icat ion -
(a ,  to  n - t le  15 .4( l . t (b )  tha t  in  a  c la in r  fo r  in f r i r : rsem€nt  under  r tL le  63 .6 ,  the  per ioc l  fb r  f i l i ng  a

dcfence rvhere tlhe defendant fi les trn acknc,rvledgment of service under Part 0 is 42 darrs after
service of  the part iculars of  c la im;

t ,b)  that  where rule 15,4(2) provi<les for  a longer per iod to f i le a defence than in 1-r le 63.7(:r) ,  then
the per iod of  t i rne in rule 15..1(2,)  rv i l l  applv i  and

(c )  to  ru le  l5 .B  tha t  t l ^Le  c la imant  must  -

i i )  f i le any replv to a defence; and

I  I  9 5 r i  c .  l i t

C I V I ] ,  T  R O i ] E I I Y 1 1 P  R U L E S
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( i i )  seryc i t  on al l  other part ies,
rvithin 2l clays of service of the clefence.

Case management

Part ies do not need to f i le an alrocat ion quest ionnaire.

l.he following prc,vis;ions only of part 29 apply _
rule 29.3(2) ( legal  representat i l 'es to at tend ( :ase nlanagement conf 'erences);
rule 29'4 ( the court 's  approval  of  agreed proposaL; for  the management of  proceedings);  anc, l
r r ' r le 29'5 (var iat ion of  case manal lement t imetable) wi th the except ion oi  paragraph ( l ) (b)  and
( r :  t .

'As soon as practicable the court rvil l  hold a case nranagement conference which must be l ixed
in accordance witl-r F,ractice Direction 63.

Disclosure and inspection

P,art  31 is modif ie. i  to the extent set  oLl t  in pract ice Direct ion 63.

Application to amend a patent specification in existing proceedings

An appl icat ion under sect ion 75 c, f  the 1977 Act for  pern-r ission to amend the s,peci f icat ion of  a
pratent by the propr ietor of  the pater-r t  must l - re made by appl icat ion not ice.
' l 'he 

appl icat ion not ice must -

give particr-rlars of -
(  i )  the proposed amendn-rent sought;  and
{ i i )  the grotrnds u.pon which the amenclment is sc,ught;
st i t te whether the appl icant rv i l l  contend that the c la ims pr ior  to the amendment are val id;  and
be sen'ed bv the a;rpl icant or-r  a l l  Frart ies and the Contptrol ler  n i th in 7 c iays of  i t  berng f i le,C.
' l  

he appl icat ion not ic, :  mLlst ,  i f  i t  is  reasonabl i .  possible,  be sen'ed 9n the Comr,trol ler
t ' l cc t ro r r  i ca l l r ' .

I ' 'n less the court  othenvise orders,  the Compt,roi ler  n ' i l l ,  as soon as preict icable,  ld 'er t ise t ,he
app l ica t ion  to  amend in  the  iourna l .

l l 'hLe t tdvert isement rv i l l  s tate that  anv person rnav applv to the Comptrol ler  for .  cop'  of  the
a.p ol icat ion not icc. .

\ \ r j th in l4 days of  the f i rst  appearance of  the ac- lvert isement any person w,hr l  l , ishes to op[rr f ,Se
the'  appl icat ion mus;t  f i le and serve on al l  part ies and the Comptrol ler  a not ice opposing the
appl icat ion rvhich must include the grounds rel ied on.

\ \ ' i th in 28 daYs o1' the f i rst  appearance of  the advert isement the appl icant must i rpplv to the
corrr t  for  d i rect ions,

L'fnless the court otherrvise orders, the applicant must rvithin 7 days serve on the, Comptrol.ler
anv order of  the court  on the appl icat ion.

In  th is  ru le ' the . iournaL l 'means the  journa l  pub l i shed pursuant  to  ru les  under  sec t ion  123(6)  o f
l rhe 1977 Act.

(,2)
( a )

( b )

, c )

( 3 )

( 4 )

(:5 )

(rt)

( '7 )

(rif)

(e)



(t3.
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Part 63 parqe

r.) (:-TO ts t, R

( l )

( a )

Court's dete'mination of question or application

-['his 
rule applies where the Conrptroller _

dec l incs  to  dea l  u r i th  a  ques t ic ,n  under  sec t ion  g(7) ,  r2 ( .2 ) ,37(g)  o r  6 r (5 )  o f  rhe  1977 Ac t :
declines to deal r,r, ith an application unde:r section 40(5) of the 1977 Act; c.tr.
cert i f ies under sect ion 72(7)(b) of  the 1977 Act: that  the court  should deterrnine the q 'est ion
u,hether a patent should be re.voked.

Any person see king the court 's  determinat ion c l f  that  quest ion or appl icat ion must start  a c la in-r
for that purpose within l4 da1's of receiv.ing ncrtif ication of the Comptroller's decision..

A person who fai ls to start  a c la im withirr  the t ime prescr ibed by rule ( ;3.11(2) wi l l  be deemed
to have abandc,ned the reference or application.

A part.v may aprpl'r to the Corlptroller or the court to extend tl-re period fbr starting a cl,aim
prescr ibecl  bv rule 63.11(2) eve:n where the appl icat ion is made af ter  expirat ion of  that  per iod.

b )
( c )

63.12 Application by employee f<rr compensation

An appl icat ion by an employee fbr compensat ion uncler sect ion 40(1)6r (2,r  of  the 19i ,7 Act
must be made --

in a c la im form; and
within the per iod prescr ibed bv paragrapl-rs (2),  (3)  and (a).

The prescribed period begins on the date of the grant of the patent ancl enc-ls I 1,ear after the
patent has ceaserd to have effect.

( )

\\/here tl-re paterrt has ceased to have effect as a result of failure to pay renevral fees, the
prescribed peric,d ':ontinues as if the patent has remainecl continuoush' in effect provicl,ed
t h a t  -

the renerval fee ?rrd anv additic,nal fee are paicl . in accordance rvith section 2.t(4) of the: l\)77
.A.ct ;  or

restorat ion is ordercd bv the Cttmptrol ler  1 'o l lon' ing an appl icat ion under sect ion 28 of  rhe 1977
, 1 t  L .

\ \ rhere restorat i t ln is refused Lx'  the Comptrol ler  fo l lorv ins an appl icat ion uncler sect ion 2B of
the 1977 Act, the prescribed preriocl n,i l l  errcl I vear after the patent has ceased to have effl:ct or
(r  months af ter  the date of  rcfus;al ,  rvhichever is r :he later.

REGISTERF,D TRADII N,{ARKS AND OTHER INTELLECTI.]AL

PIIOPERTY R.IGHTS

Allocation

t  i l . )

Clainrs relat ing to matters ar is i rLg out of  t l - re 1994 Act and other intel lectual  propert ,v r ip;hts set
out in Practice I)ir,:ction 63 mr,rst bc starterl in --
thc  Chancerv  D iv is ion ;

a patents countv ccrLlr t ;  or
saYe as set out in Pract ice Direct ion 63, a c.ountv '  court  rvhere there is also a , lhalcery l . - ) is t r ic t
Registn'

( t l )
( ( l

r )

a r )
t \
fir I

2 )

E D U R E  R U L E S



SiERVICE, OFI DOCUMF;NTS AND I'ARTICIPATION B\'THE

COMPTROLLI]R

63.14 Service of docurnents

(l) Sr-rbject to paragraph (2), Part 6 applies to serrvice of a claim form and ar-ry dor.ument in anv
proceedings under.  t t r is  part .

(2) ,A claim form relatin;g to a registered right may be served -
(a) r ln a partv who haLs registered the r ight  at  the address for service given for that  r ight  in thLe

[- ]n i ted Kingdom Patent Off ice register,  provided the address is wi th in the United Kingd.n-r ;  or
ib )  in  accordance w i th  r r r le  6 .32 i l ) ,6 , .33( l )  o r  6 , .33(2)  on  a  par ty  who has  reg is te rec l  the  r igh t  a t

tfrer address for servlcre given for that right in the appropriate register at -.
( i )  the Uni ted King;dom patenr Off ice:  or
( i i )  the of f ice for  Harmonisat ion in the Internal  Market.

,13) \Arhere a party seel<s i tny remedy'(whether b1, c la im fornt ,  counterclaim or appl icat ion not ic, : ) ,
' ,vhich wor,rld if granted affect an entrv in an,i United Kingdom patent Office rcgister, that party
rr.:LtLst serve on the Comptroller or registrar _

ra) thLe claim form, counterclaim or appl icat ion not ice;
I t  

l  
anv other statement of  case where relevant ( including any amendecl  staternent 9f  case);  and

tc) an) '  accompanying documents.

63.15 Participation by the Comptroller

'Where 
the documentrs set  or- t t  in rule 63. 14(31are served, the Comptrol ler  or  r t :g istrar -

.a )  rnav  take  par t  in  p roc .ced ings ;  and
( b )  nered not scrve a c lefence or other statement c, f  case unless the court  orc lers othcnvise.

IV' ,APPEALS

63.'16 ,{ppeals from decisions of the comptroller or: the registrar

( l )  Part ,5.1 appl ies to apprenls f rom clecis ions of  the Cornptrol ler  and the registrar,

(2) ; \ppeals about patents must be nrade to the Patents;  Court ,  and other appeals tc the Chancen,
I  ) i v is ion .

ti /
v

6: t . )17

\V 'here Part  52 reqt l i res a docuntent to be served, i t  must also be sen,eci  on the Comptrol ler  or
rerg;rstrar,  as appropr iate.

Pr\TIrN.fS COUNTY COTURT

cope of this Secrtion

his Part,  as rnodif ied bv this Section, appl ies to clain-rs started in or transferred to a patents
, r t tn tv  cour t .

ransfer of proceedings

rhen considering rvhether to transfer proceecl ings to or from a patents countv court,  the co'rt
i l l  have regard to the pro' isions of practice .Direct ion 30.

I I I

(:3 )

S

1"
c(

l'

v\
l\r

I
l
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63i.1t f  Patents judge

( l )  Subject  to paragraph (2),  proceedings in a patents county court  wi l l  be deal t  wi th bv th, :
patents judge of  that  court .

(21' When a matter needs to be dealt with urgently and it is not practicable or .rppropriate for the
patents judge to deal with it, the matter rnay be dealt with by another juclge with app,ropriate
special ist  exper ience nominated b,v the Chancel lor  of  the High Court .

63,,20 Statements of, case

( l )  I rar t  l6 appl ies wj t l - r  the mocl i l icat ion that a statement of  case must set  out conciselv al l  the
f'acts and argurnents upon n'hich the party serving it relies.

(2) The part iculars of 'c la im must state whethLer the:  c la imant has compl iecl  wi th paragrapl tT. l (D
and Annex A (paragraph 2) of ' the Pract ice Direct ion (Pre-Act ion Conc' luct) .

63,,21 Statement of tmth

Pirtt 22 applies with the moclif ication that the statement of truth verifying a statement o1, case
tnust be signed by a person rvith knowledge of the facts allegecl, or if no on,r person hers
knorvledge of a.l l the facts, bv prersons who betn,een them have knowledge o1, all the far:ts
alleged.

r53.'.22 Defence and reply

l : l )  Rtr le 63.7 does not appl . \ 'ancl  Part  l5 appl ies wi th the fo l lowing modif icar ions.

( : '2)  Where the part icul : r rs of  c la im contain a <-onf i rmat ion in accorciance lv i th r t r le 63.20(2).  the:
per iod fbr f i l ing,  a defence is '12 davs af ter  sen, ice of  the part iculars gf  c la i rn unless rule I  5.4(2)
provides for a longer per iod to do so.

(3) \ \ 'here the part iculars of  c la i rn do not contain a conf i rmat ion in accordance with rule 63 20(2),
the per iod for f i l ing a defence is 70 clavs af ter  se'rv ice of  the part iculars of  c la in-r .

( '1)  \ \ 'here the c la imant f i les a repl t ' to a deferrce i t  nrust  be f i led and sen'ed on;r l l  other part ies
rvi th in 28 davs of  sen' ice of  the defence.

(r t )  Where the deferrdant f i les a replv to a defence to a counterclaim i t  mr-rst  be l i led ancl  served.n
all other parties n'ithin 1-1 da1's of serr.ice c,f the c-lefence to the counterclaim.

(6) - fhe 
per iods in th is rr-r le mar '<.rrLlv be ertenCed bv order of  the court  ancl  for  good reas( ln.

(;3.2',3, Case managernent

( l ;  At  the f i rst  case management conference al i ter  those defenclants rvho intencl  t , t  f i le and rserye a
def'ence have done so, the court n'i l l  identif\, the issues ancl clecide rn,hether to make an orcler in
accordance rv i th paragraph 29.1 of  pract ice Dire<,t ion 63.

(11:') Save in exceptional circr.rmstanc:s the court r,vi l l  not consicier an application 6v a part' to
submit  n-rater ia l  in addi t ion to thar orclerecl  under paragraph (1).

(3) ' l 'he 
court n-ray determine the cl; l im on the papers rvhere all parties consent.

( ] ] : V I I  P R O C F D U R I ]  R U L E S
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6:r.241 Disclosure and inspection

( l )  I , lu le 63.9 does nc, t  apply.

(2) F: 'ar t  - ]  1 appl ies sa've that the provis ions on standarcl  d isclosure do not apply.

63.25 Applications

( l )  I rar t  23 appl ies wi th the modif icat ions set out in th is rule.

(2) i:xccpt at the case management conference prrovidecl for in rule 63.23(1), a res'onclent to a.n
application must hle and serve on all relevant parl. ies a response within 5 days of the ser,,ric,3 of
the appl icat ion not ice.

(3) 'fhe 
court wil l deal vrith an application without a hearing unless the court cgnriiders it

l tcCessory to hold a h.earing.

(4) An application to transfer the claim to the Fligh Clourt or to stay proceedlngs rnust be made
b' ] tore or at  the case Inanagement conference providecl  fbr  in rule 63.23( l ) .

t l5)  - I ' lhe 
court  wi l l  consider an appl icert ion to t ransfer the c la im later in the proceecl ings only where

threre are except ional  c i rcumstances.

63.26 Costs

( l )  Srrbject  to paragraph (2),  the court  wi l l  resen,e the costs of  an appl icat io l  to t l^re conclusi .n of
the t r ia l  when they wi l l  be subject  to strmmarv asscssment.

(,2) \ ' !here a party has behavec.l unreasonably the court rvil l  rnake an order for costs, at the
r-onclusion of  the t rear i r - rg.

(3) 'tVhere 
the court n.:Lakes a summ:lrv assessment of costs, it lvi l l  do so in accordance with

lrcct ion VII  of  Parr  45i .
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INTTLI_,IJCTT]AL PROPERTY CLAIM S

This Practice Direction supplements CPR part 63

Contents of this Practice Direction

This practice direction is dividecl into five sections -

o Sect ion I  -  I ) rovis ions about patents and those other r ights wi th in the scgpe of  Secrt ion I  o1
Part  63

o Section II - Provisions about registered trade marks ar-rd other intellectual property rights

o Sect ion I I I  -  Provis ions about appeals

o Sect ion IV -  Provis ions abourt  f inal  orc lers

o Sect ion v -  Prol , is ions abou:t  proceedings in a patents countv court

SECTION I-- PROVISIONS r\BoUT PATENTS AND THoSri

OTHER RIGHTS WITHIN THE SCOPE OF SECTIO}{ I OF I'IIRT

63

Scope of Section I

This Section applies to claims ivi thin the scope of Section 1 of Part 63.

Start ing the c la im (rule 63.5)

3i . l  A c la i r l  form to r^ ih ich th is Se<.t ion appl ies must -

, a )  b e  m a r k e c l ' C h a L n c e n ' I ) i v i s i o n  P a t e n t s  C o n r t ' o r ' P a t e n t s  C o r , r n t t ' C o u r l ' a s  l h e  c a s e  m 1 \ ,  b e ,
the top r ight  haLnd corner Lrelou'  the t i t le , r f  the court ,  ancl

(b )  state thc number of  anl '  patent or registered de:; ign to rvhich the c la im relatr :s.

claim for infringement or r:hallenge to yalidity (rule 63.6)

4.1 [n a c la im for infr ingement of  a patent -

( l )  the statement o[  c; lse must -

(a )  shorv tvhich of  the c la ims in the speci f icat ion of '  the patent are al leged to be infr inged; and
(b,  g ive at  least  one: example of  each tr .pe of  infr ing;ement al lesed; and
(2) a copv of  each do<-ument referred to in thr :  statement of  case, and rvhere necessary a t ranslat ion

of the c locument,  must be servt :c l  iv i th the staternent of  case.

41.2 \\ 'here the val iditv of a patent ()r registered desien is chal lenged -

( l )  t he  s ta temen t  o l r  c i l se  rnL l s t  con ta in  pa r t i cu la r s  o f ' -
(a)  the remedv sought ;  anc l

r .b)  the issues except  those re la t ing to 'a l id i tv , r f  the patent  or  reg is tered des ign;

: i l . l
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(2) the statement of'case ntust have a separate clocument attachecl to and forrnir-rg part of it l-readec-l
' ( l rctunds 

of  Inval id i r l , '  which rnLtst  -
(a)  s 'peci f l  the grouncls on which val id i ty of  the patent or registered design is chal lenged; ancl
(b) include particulan; that wil l clearly define every issue (incluciing any chalklnge to any clairned

prioritv date) wl-ri,ch it is intencled to raise; and
(3) a coPv of each document referrecl to in the Grouncls of Invalidity, and where necessary a

translation of the document, must be served with the Gror-rnds of Invalicl ity.

4,3 V/here in an appl icat ion in which the val id i ty of  a patent or a registered clesign is chal le lgecl ,
the Grouncls of  Inval id i ty include an al legat ion -

(1) that  the invent ion is not a patentable invent ion because i t  is  not  ne\{ ,or  c loes pot include an
inventive step, the particulars ntust specifi '  details of the matter in the state of the art relied on,
as set out in parag;raph 4.4;

(2) that  the speci f icat ion of  the patent does not disclose the invent ion c lear ly enough and
completel t 'enough for i t  to be performed bt '  a person ski l led in the art ,  the part iculars must
state,  i f  appropr iate,  lvhich exatnpr les of  the invent ion cannot be ntade to .work and in whic1-r
rt:spects they do not work or do not work ar; describecl in the specification; or

(3) that  the registered design is not new or lacks;  indiv ' idual  character,  the part iculaLrs must speci f l ,
d, : ta i ls  of  anv pr ior  design rel ied on, as set  out in paragraph 4.4.

,1.4 ' I 'he 
detai ls require:c l  under paragraphs 4.3( l )  and ,+.3(3) are -

(1) irr t l-re case of matter or a design made available tc, the public by r,r,ritten descriprtion, the rlate
ol-r which and the nleAns by which it was so made available, unless this is clear from the fact 6f
tf le matter; and

t,2) lr l the case of matl,er or a design made available to the public by use -
,, n ) th e ciate or dates c'f such use;
(b) the name of al l  persons making such use;
lc ' )  the  p lace  o f  such use;

idt  any rvr i t ten mater ia l  rvhich ident i l jes such use;
1,e,)  the existence and locat ion of  anv apparatus emplo.red in sr-rch use; and
(f)  a[ [  facts and matters rel ied on to establ ish that  such matter rvas made avai lable to the publ ic.

' { .5 [ r  anv prclceedinss;  in rvhich the val id i t l '  of  a patent is chal lenged, rvhere a party al leges that
rnacir inerv or apparalus rvas use:d before the pr ior i ty 'date of  the c la inr the court  may ord, : r
inspec t ion  o f  tha t  mach inerv  o r  appara tL ls .

41,6 I f  the val ic l i tv  of  a patent is chal lenged on the qrournd that the invent ion did not involve an
invetr t ive step, a part i '  rvho rv ishes to reh'  on the crtmmercial  success of ' the patent ntust  state in
the statentent of  caLse the groun, ls on u 'h ich that partv so rel ies.

Cilse managemerrt (rule 63.8)

l i . l  
' l ' l rc  

fo l lou' ing paragraphs only of  Pract ice Direct ion 29 applv -

t : l )  :paragraph 5 (case management conferences)
r 'a)  r :xcluding paragraph l i .9;  and
(b) nrodi f ied so far as is r lade necessary by other speci f ic  provis ions of ' th is pract ice direct ion;  and
l : ,2)  paragraph 7 ( fa i lure to comply rv i th case management direct ions).

!i;.2 (ltrse nranagement wil l be dealt wi1[ f" -

( l )  a udge of  the Patent-c Court ,  a par:ents iudge or a lv{aster,  but
(2) a Vlaster lnav onl t ,  deal  rv i th the f l r l lou, ing matters -
(a ' i  orders bv way of  set t lement,  except set t lement of  procedural  d isptr tes;



( t r )  app l i ca t ions  fo r  ex tens ion  o f ' t i rne t
(c)  appl icat ions for  permission to serve our r , r f  the iur isdict ion;
(,1) applications for s,3curity for costs;
(e) other matters ars directed by a judge of  the court ;  and
(i) enforcement ol ' rroney jr_rdgments.

'5'3 l-he claimant must apply for a case management conference within 14 days of the date rvhe' all
ciefendants who intend to fi le and serve a defence have done so.

ir,4 Where the clairn has been tranLsferred, the clain-rant must apply for a case panagement
conference within l4 days of the date of the order transferring the claim, ulless the cr:urt held
or gave directions for a case rtanagement conference when it macle the: orc'|:r transferr:ing the
c l a i m .

5,5 Any part ,v may'  at  a t ime ear l ier  than that provided in paragraphs 5.3 and 5.4,  apply i r r  rvr i t ing
to tl-re court to fix a case mana.gement conference.

:! i.6 If the claimant does not make an applicat.ion irr accordance with
other party ma./ apply for a case managernent conference.

paragraphr;  5.3 and 5.4,  an1'

!i).7 The court may fix a case management corrference at any time on its own init iative.

5;.8 Not less than 4 days before a case management conference, each party
application notiLce for any order which that parrty intencls to seek at the
conference.

must f i le and serve an
case management

:i l.9 Unless the court orders otherwise, the clajimant, or the party who makes an application un<ier
paragraph 5.6, in r:onsr-rltation with the other parties, must prepare a case management bundle
containing -

( l )  the  c la im fo rm;
(2) al l  other statements of  case (excluding schedr.r les),  except that ,  i f ,a summarv of  a statement of

ctrsc has been f i led,  the bundle must contat in the summarv,  and not the fu l l  rstatement 6f  case;
(3) a pre-tr ia l  t imetable,  i f  one has been agreed or orclered;
(4) the pr incipal  orders of  the court ;  and
(5) an\/agreement in ' ,vr i t ing macle [x.  the part ies as;  to disclosure,

and prclvide copiei; of the case ntanagenlent burLdle fcrr the court ancl the <ttf ier parties at least
'1 davs before the first case marragement cr-,nference or anv earlie:r l-rearing at rvhich the cgurt
mav gi t 'e case management direct ions.

5. | i0 At the case management conference the court  r rLay direct  that  -
( l )  a  sc ien t i f i c  adv i . ' ;e r  under  sec t ion  70(3)  o f  the  Sen ior  Cour ts  Ac t  1981 or  unc le r  sec t ion  63( l )  o f

the Cotrntv Courts Act 1984 be appointed; ar-rd
(:Z) a clocttrnent settinel out basic undisputed technologl' shor-rld be prrepared.

(Ru le  35 .15  app, [ ies  to  sc ien t i f i c  adv isers . )

5.l l l  \\ 'here a trial clate has not been fixed bv the court, a party mav appl.r- fbr a trial date b1, f i l ing a
cert i f icate rvhich must -

( tL; '  s tate the est imated length of  the t r ia l ,  agreerd i f  prossible bv al l  part ies;
( . ; ! )  c letai l  the t ime required for the juc ' lge to consider the documents;
( : : i )  ident i f ,v the area of  technologv; and
(4t)  assess the complexi tv of  the technical  issues involved by inci icat ing the comprtexi tv on a scale of

I  to 5 (rv i th I  bcing the least  arrd 5 the mr: ,st  con-rplex).
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5,12 
- Ihe 

c la in lant,  i t ' t  consul tat ion wi th the other part i r :s,  must revise ancl  upclate t6e d6cuments; ,
rcf'erred to in parargraph 5.9 appropriately as the case proceeds. This must inclgde makinp; aLll
l lecessarY revisions and additions at least 7 days befbre anv subsequent hearins at rvhich the
court may give case lrranagement directions.

lrisclosure and inspection (rule 63.9)

t6. l  Standard c l isc losr-rre c loes not reclu. i re the dis<- losure of  documents that  re late to -
( l )  the infr ingement of  a patent by a product or process where -
ta)  nr l t  less than 2l  davs before ther date for  sen. ice of 'a l is t  of  c locuments the c lefenclant not i { ies

tfLe claimant and any other party of the defendant"s intention to serve -
( i )  fu l l  part iculars of  the product or process al leE;ed to infr inge; and
( i i )  any necessary drawings or other i l lustrat ions;  and

f b ) oll or t-refcrre the date for service the defendant ser.r 'es on the claimant and any' other part1, the
clocunrents referretJ t , r  in paragraprh 6.1(1)(a.) ;

(,.2) anv ground on whichL the validity of a patent is put in issue, except documents which carle
into existence within the per iod -

(a) [reginning two years before the earliest claimed prirr1i1, date; ancl
:b) crLcling two years after t l-rat clate; and
(3) the issue of  commr:rc ia l  success.

11t.2 ' l 'he 
part iculars servecl  under paragraph 6.1(1)(b) rnust be accompanied by a s igned wri t ten

iit i l tement rvhich lxLusI state that the person nnaking the statement --
r l l )  is  personal lv acquainted rv i th the lncts to whr.ch the part iculars relate;
rl.2) 'r 'erif ies that the partic-r-rlars are a t;:ue and con-rplete description of the procluct ,)r process

al leged to infr ingei  an:d
(:3) understands that he c,r she n-ray be required to attend court in order to be crosri-eX?ffrine6 on

the  conten ts  o f  the  par t i cu la rs .

( ; .3 \ \ /here the issue of  commercial  su(_cess ar ises.  the p,nlsntee must,  wi th in such t i ;ne l imi t  ars the
<,our1,  rna1. direct ,  sen'e a schedule containing -

( l )  r r 'here the commerr: iaI  success relates to an art ic le or product -
(a) i  an ident i f icat ion of '  the art ic le or pr lsclu6t ( for  exanrple bv product code nuLmber) rvhich thLe

paterr tec asserts has; br:en made in accordance rv i th the c la i rns of  the patent;
z l  sumrnar) ,  b) '  col t \ , 'en: ient  per iods of  sales of  r rn l '  s t rch art ic le or product;
a I ;L lmInan'  for  the eqr-r ivalent per iods of  sales. ,  i f  anr ' ,  of  anv equivalent pr ior  ar t ic le or prr :duct
rnarketed before the art ic le or prodr-rct  in sub-paraplraph (a);  and

(d) a st ln lmaV by conrrenient per iods of  anv exp,. :ndi ture on advert is ing and promcrt ion which
s t t rpor ted  the  mar l ie t ing  o f  the ;ar t i c les  o r  p roduc ts  in  sub-paragraphs  (a )  anc l  (c r ;  o r
lvhere the commercial  success relates to the r :se of  i l  process -

an ident i f icat ion of  the process rvhich the patentee asserts has been used i r"r  accc,rc lance r ,v i th the
c l a i m s  o f  t h e  p a t e n t ;

a sunlmarv bl 'convenient per iocls of  the revenue receivecl  f rom the r-rse of  such process;
a sLlnlmarv for the eqr,rivalent perioc-ls of the r,3\'eilues, if any, received frorn the use of any.
ecluiv i r lent  pr ior  ar t  process; and
a sLlnlnlar,v bi ' convenietrt perioc[s of anv expenditure r,vhich strpportecl the use of the proc.css irr
sub-paragraphs (a) and (c) .

( l ) ;

( c )

/ ) I

( r )

( b )
( , : )

(  . l )

' - -- ' t -

.
l
l



Iixperiments

'7 ' l  A party seeking to establish any fact by e.xperinrental proof conducted for t5e purpose of
l i t igat ion must '  at  least  21 days before service c, f  the appl icat ion not ice for  r l i rect ions uLn,Cer
paragr;aph 7.3' or within sr-rch other time as the court may direct. sen,e or-r it l l  parties ia notice --

(l) stating the facts u'hich the party seeks to establish; ancl
t ! ,2)  g iv ing fu l l  partrLculars of  the exper i rnents pr6p6red to establ ish them.

",7,2 A part'y served with a notice uncier paragraph j,. l  _

l ' t) nrust v't ithin 2l days after such service, serve on the other party a notice stating whethLer or no1
each fact is admit,ted; and

It2) mav reqLlest the opportunity to inspect a repetit ion of all or a nurnber of thLe experiments
ident i f ied in the not ice servecl  under paragraph Z. l .

' ' i3 Where any fact which a party seeks to establish by experimental proof is not admitted, that
party nnust appty to the court  for  permission and direct ions by appl ical , ion not ice.

LIse ol'models or apparatus

Bi. l  A partv that  intends to rely on any modeJ
at the l irst case management conference.

or apparatus must appl), to the crturt for directions

Time estimates lior trial, trial bundle, reading guide and detailed tr;ial timeta6l,e

t l . l  Not less than one week before the beginning of  the t r ia l ,  each partv must inForm the court  in
wri t ing of  the est i rnated length of  i ts  -

( l )  o ra l  submiss ions ;
(2) examinat ion in chiref ,  i f  any,  of  i ts  own witnesses; and
(3) cross-examinat ion of  wi tnesses of  anv other parry.

9,2 .A,t least four da'rs 'before the date fixed for the trial, the claimant must f i le -
( l )  the  t r ia l  bund le ;
( :21 a reading guide for the judge; and
(3) a c letai lecl  t r ia l  t imetable rvhich should be agreecl ,  i f  possible.

9,3 
' fhe 

reading gui ,Ce f i led r , rnder f ra lnslnph g 2 must -
( l )  l te  shor t  and,  i f  poss ib le ,  agre  ed ;
( iL, l  set  o l l t  the isstres,  t -he prarts of ' the documents that  need to be resd on each i r ;sue and the most

convenient orcler i r - r  rvhich thev should be read;
( :11 ident i fv the rele ' ' , 'arLt  passages in text  books; ?rnd Lases, i f  appropr iate;  arrc l
( . { )  not  contain argument.

Application to alnend a patent specification in existing proceedings (rule 63..t0)

l0. l  \ \ rhere the appl i , :at ior-r  not ice is seryed on the Comptrol ler  e lectronical l l . r_rnder rule 63.10r.3),
the applicant must comply wiith any requirements for the sencling of electrrlnic
contmunicat ions tc,  the Comptrol ler .

10,'2 Not later than trvo days befbre rhe first hearing rlate the applicant, the Comptroller if rvishing
to be heard, the parties to the: proceedings and any other opponent, must f ik: anci senre a
document stat inr3 t l re direct ions sought.
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[(e<1uest to limit a European patent (UK) under the European Patent Conventi'rr

I t l . l  F 'a ragraphs  11 .2  to  11 .4  app ly ,u , rhere  there  are  proceed ings  be fore  the  cour t  in  wh ich  the
val id i ty of  a European patenr (ul()  may be pr-rr  in issue.

l '1.2, \ 'Vhere the proprit:tor of the E,uropean paterrt (UK.) intends to fi le a request under Article l05a
of the European Patr :nt  Convent ion to l imi t  the European patent r lUK) b),  amcndment o1t.he
clai tns '  the propr ietor must serve on al l  the part ies to the proceedings a cop),  of  the intendr:d
r:qrtest  ( includir-rg a copy of  the intencled complete version of  the amencled claims and, i ls  the
clse rnay be, of the amended desr:ription ancl drar,vings) at least 28 days prior to fi l ing the
rcquest with the F,uropean Paternt Office.

l l .3 V/here a copy of  etn intended request is served on the party in accorciance with paragrapl-r  11.2,
any party may apply to the couLrt for such directions or other order as may [-re appropriate.

I1.4 Reference to 'Eurc-rpean 
Patent Convent ion'  rneans the Convent ion on the Gratr t  of  Euroc,ean

Patents o1'  5th october 1973 as i i rnended from t in le to t ime.

Application by employee for compensation (rule 63.12)

ll2,1 \\111.t. an employee applies for compensation under section 40( I ) or (2) of thc 1977 Act, t l-te
court wil l at the case management conference give directions as to -

( l )  t t rer  manner in whj :ch the evidence:,  including any erccounts of  expendi ture and receipts relatr ing
tc' the clainl, is to be given at the hearing of the claim and if written evidence is to be girrenL,
specifu the period within which witness statements must be fi led; and

l, ',.2) tf,e provision to ttre r:laimant b'y the defendant or a person deputed by the defr:ndant, of
re ast lnable faci l i t ies for  inspect i r rg and taking; extracts f rom the accounts by which the
ck:fenclant proposes t,c verif l ' the a.ccor_rnts in sub-paragraph (l) or from r,vhich those accounts
hirve been derivecl.

Communication of informal,ion to the European Patent Office

l . : t . l  l -he court  mav author ise the cotnrnunicat ion of  any such informat ion in the c6urt  f i les ars the
ccrurt t l-rinks fit to -

( l )  the  European Pate :n t  Of f i ce ;  o r

i2 )  lhe  con- rper ten t  a r t thor i t t ' o f  an t ' ccuntn ' i vh ich  is  a  par tv  to  the  Europrean Paten t  Conyent ion .

l : \ i ,2 [Je{ore aut}-ror is ing th, :  contntunicat ion of  informat ion under paragraph l3. l ,  t l 'e  court  rv j l l
pe rmit anr/ partv u'hc, mav bc affected bv the disclosure to make representatior.ts, in writ ir-rg or
r : l therwise, on the c luest ion of  rvhether the in lormal. ion should be disclosed.

order afl'ecting entry in the register of patents or designs

l4'.1 'tVhere ant' order of t.he court alfer:ts the'r 'ali<iity o1'an entry in the register, t l-re partv in v,rhose
1; l ' , 'o l t r  the order is made, tnust  senre a copy of  such order on the Comptrol ler  iv i th in l4 c la ' rs.

14,2 \\/here the order is in far.our of more than orre part) ', a copy of the: order must be served lby
i;uch perrtl, as the c,curt directs.

European Community designs

l5. l  
- [ ' l -e 

l ]atents Cortr t  an,C the pt t tents countv corrr t  at  the Central  London Countr .  Court  are the
des ignated  Communi tv  des ign  cour ts  under  l r r t i c le  80(5)  o f  Counc i l  l {egLr la t ion  (EC)  6120,02 .



l l i ' ,2 Wl-rere a counti3rclaim is fi led rat the Com.munitv design court, for a declaration of in'u,alici ity ol '
a registered Clomrnunity design, the Comrnunitv design court wil l infcrr:m ttre Office for
Flarmonisation in the Internal Market of the date on which the counterclairn was fi led, in
accordance with Article 86(2:,) ,of Councii l{egulation (EC) 612002.

llt,3 On fi l ing a counterclaim under paragraph 15.2, the party fi l ing it must inform the Cornrnunity
design court in writ ing that it is a counterclairrr to which paragraph 15.2 applies and tlhat the
Office for Harmor-risation in the Internal Market needs to be informed of the date on wtrich the
counterclaim was f i led.

1.5.4 Where a Comnrunity design court has gii,en a judgment which has become final on a
counterclaim fcrr a declaration of invalidity of a registered Communitl, f ls5ig'n, the Comrnunity
design court wil l s;end a copy of the judgrnent to the Office for Harmonisation in the lnternal
N{arket, in accc,rclirnce with .Article 86(4) of Council Regulation (ftc) 61200t1.

l::t.5 I 'he party in wl-ros;e favour juclgment is given under paragraph 15.4 must inform the
C,on-rmunitv desig:n court  at  the t ime of  judgme'r-r t  that  paragraph 15.4 appl ies and that the
Office for Harnronisation in the Internal Market needs to be sent a copry of the judgment.

SECTION NI _ PROVISIONS ABOUT REGISTERED T'RADE

MARKS AND OTHI]R INTELLECTUAL PROPERTY II.IGHTS

Allocation (rule 63.13)

l6.l The other intellectr,ral property rights refer:red to in rule 63.13 are -

r l l )  copyr ight ;

t1,2") rights in perforrnances;

l :3)  r ights conferred under Part  \ , ' l l  of  the 1988 Act;
1.4,)  design r ight ;

l :5)  Communitv der; ign r ight ;
( :6)  associat ion r ights;

l:,.7) moral rights;
( :8)  database r ights;
( .9)  unauthor ised decr ipt ion r ig l - r ts: ;

( 1 0 )  h a l l m a r k s ;

( l  l )  technical  t rade secrets l i t igat iorL;
(r2) passing off;
(13) protected designat ions of  or ig in,  protectecl  geographical  indicat ions and tradi t ional  speciaLl i ty

gLlaranl.ees;

(14) re 'g istered trade m;rrks;  and
(15) Communitv t ra,Ce marks.

l ( ; , |2 There are Chan,:ery distr ict  regisrr ies at

Liverpool, Manchester, Mold, l ' . lervcastle

16.:] The cor,rntv courts at Caernairfc,n, Mold
registered trade marks and Connmtrni t l '

Br rming;l-ram, Bristol, Caernarfon, Cardiff, Leeclrs,

upon T'1,ne and Preston.

and Preston do not have jur isdict ion in relat ion to

tr;lde marks.
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l [ t.3

ltt.4
( l l )

t:,,2)

Starting the claim

l7, l  . t :xcept for  c la ims started in a p,nlgnts count l r  court ,  a c la im form to which Sect ion I I  of  .F,art  63
aopl ies must be n:Lar i<ed in the top r ight  hand corner 'h l te l lectual  Property 'below the t i t1r :  of
the court  in which i t  is  issued.

l '7,2 Irl the case of clairns concerning registered trade nrarks ancl Community trade marks, the clairn
1<rrnl must state the registration nLumber of anv trade mark to which the claim relates.

Reference to the court by the registrar or the Comptroller

l i3.l 
' l 'his 

paragraph appli,:s where -

( l )  arr  appl icaLt ion is made to the registrar under the 1994 Act and the registrar ref 'ers the
r rpp l i ca t ion  to  thc  coLr r t ;  o r

| ' ,2) a ref'erence is mad,e trr the Comptroller under section 246 of the lgBg Act and the Comptroller
refers the rvhole proceedings or a part icular ( lL lest ion or issue to the court  unclcr  sect ion,Z5n( l )
o l ' tha t  Ac t .

l l8.2 \\ 'here paragraph tB.1 applies, the applicant under the 1994 Act or the person making the,
reference under ser:tion 246 of t l 're 1988 Act, as the case may be, must start a claim seekilg the
cc'ttrt 's determinati ion of the reference rvithin 14 days of receiving notif ication of the decir;ion to
rerer.

I f  the person referred to in paragraph 18.2 does not start  a c la im within the per iocl  prescr ib,ed
b1' that paragraph, that person rvil l  be deemed to hrave abancloned the reference.

'I 'he 
periocl prescribecl r-rnder paragraph 18.2 mav b,e extended by -

the registrar or the Comptrol ler  as;  the case nlay be:;  or
the  co  ur t
' lvhere a partv so appl ies,  even i1 ' the appl icat i , tn is not made r-rnt i l  af ter  the expirat ion of  t .hat
Pe r iod .

,Application to the court under section 19 of the 1994 Act

19.1 \ \ /here an appl icat ion is made under sect ion l9 of  the 1994 Act,  the appl icant rnust sen,e th,3
cl ; t im form or appl icat ion not ice cn al l  ident i i f iable persons having an interest  in the goods;,
rnater ia ls or art ic ler ;  rv i th in the rneanir-re of  se<,t ion l9 of  the I  994 Act.

Orrder affecting entry in the register of trade marks

2AJ \,\ 'here anv order of the court aff 'ects the i 'alicl ity of an entry in the register, the provisions; oI
paragraphs  I4 .1  an i l  14 .2  app l r ' .

I iurropean Community trade marks

2l . l  l i -he Chanccn, Div i ' ; ion,  the patents county court  at  the Central  London Cor-rnty Court  an, l l  the
county courts where there is alscl a Char-rcery rdistrict registry, except Caernarfi ln, Mold ancl
Prr :ston, are designi l te,C Community t rade mark courts for  the purposes of '  Art ic le 9l  ( l  )  of
Counci l  Regulat ion (F;C) 40194.

2l' '2 \\rhere a counterclaim is fi led at the Community tri lde mark court, for revocation or for a
cler: larat ion of  inval id i ty of  a Cornrnuni tv t radle mark,  the Communitv t rade mi i rk court  wi l l



inlorrn the Office for Harmonisation in tl-re Internal Market of the date on whii:h the
counte rclairn n'as fi led, in accordance with Article 96(4) of Council Regulation iEC) 4r:Jl 'g4.

2l'3 On fi l ing a counterclaim uncler paragraplt 21.2., the party fi l ing it must inform the Cornrnunitl.
trade rnark cou.rt in writ ing that it is a counterclaim to which paragraph 21.2 apphes an,C that
the Office for l{armonisation in the Internal Market needs to be infbrrnecl of the date on which
the counterclairn was fi led.

2)t, '4 Where the Cclrnmunity tradr: rnark court has given a judgment wl-rich l-ras become final on a
counterclaim fcrr revocation or for a declaration of invalidity of a Community trade mark, the
[,omn-runity trade mark court wil l send a copy of the judgment to the Ofhce for
Flarmc,nisation in the Internal Market, in accorclance with Article 96(6) of (louncil Regulation
(EC) 40t94.

2L.5 The party in whos;e favour jud;3ment is given under paragraph 21.4 must inform the
Commttni ty t rade mark colrr t ;at  the t ime of  ju<lgment that  paragraph 21.4 appl ies ancl  that  the
Ofhce for Harnronisation in thc Internal ,Market neecls to be sent a copy of the .iudgment.

Claim for additional damag;es under section g7(2), section lgU(Z) or section 229(3)
of the 1988 Act

zt l " . l  Where a c la imant seeks to recover addi t ional  dermages under sect ion 97(2'1,  r ;ect ion l9. tJ( .2)  or
se'ct ior-r  229(3) of  the 1988 Ac:t ,  the part iculars c, f  c la im must include _

( l )  a staternent to that  ef fect ;  ancl
(2) the grounds for c l i r iming them.

23i .1

( l )

( 2 )

Application for delivery up or forfeiture under the lggg Act

' {n appl icant who appl ies uncler sect ion 99, 114.,  195,204,230 or 231 of  the 1988 Act for
deliverv Llp or f irrfeiture musl serve -

the c la im fornr;  or

appl icat ion not ice,  where apprc,pr iate,
on al l  ident i f iable persons rvfLo have an interest  in the goods, mater ia l  or  ar t ic les wi th in the
rnean ing  o f  sec t ionL I14 ,204 c t r  231 o f  the  1988 Ac t .

Association rights

24, '1,  \ \ ihere ;an appl icat ion is rnade
etc  (Pro tec t ion)  Ac t  1995,  the
ident i f iable persons having arr
the regulat ions.

under regulat ions made under sect ion 7 of  thc olvmpic rSymbol
appl icant must serve the claim form or appl ic i r t ion not ice on al l
interest  in the goods, mater ia ls or art ic les rv l t l ' in the meraning of

SECTION III _ PROVISIONS ABOUT APPEALS

Reference to the court by arr appoint(:d per:son

25,1 'l 'his par:agraph :rpprlies where a person appointe<i by the Lord Chancellor to hear and clr:cide
appeals under section 77 of the 1994 Act, r :efers an appeal to the Chancery Division uncler
section 76(3) of the 1994 Act,
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2:5'2 
'Ihe 

appe.llant mul;t l i le a claim fcrrm seeking; the court's cletermination of the lppeal wit]rin
l4 c lav 's of  recei ' ing not i f icat ior  of  the decis ion to refer.

25'3 
- fhe 

appeal  wi l l  be dcemed to have been abandonec- l  i f  the appel lant  does not f r le a c la im form
within the per iod prescr ibed by paragraph 23.2.

2ii,4 
-[ 'he 

period prescribe,c under paragraph 25.2 may be extended by -
( l )  t t re person appointed by the Lor:d Chancel lor ;  or
' (2)  the court

rvhere the appellarLt so applies, ev,en if such application is not made unti l
t f rat  per iod.

after the expiration o1'

SECTION IV _ PROVISIONS ABOUT FINAL ORDERS

Costs

2tit. l  \\ here the court makes an order fbr delivery up or destruction of infringipg gcocls, or arrticles
de,'sisned or adapted to n-rake such goods, the person against rvhom the order i i ; made muLr;t pay
the costs of compl'ring with that c,rder unless the court orclers otherr,r, ise.

26t.2 
'\\ lhere 

the court f indr; that an intellectual property right has been infringe<l, the,cotrrt ma1,, at
the request of the apJrlicant, ord.er appropriate measures for the disseminatior-r and publicaLtion
of the judgment to be taken at  the expense ol  the infr ineer.

S]ECTION V -- PROVISIONS ABOU'T PROCEEDINGS II{ A

P,ATENTS COLINTY COURT

Scope of Section V

27' .1 Except as pror. ided for in paragraph 27.2 th is Pract ice Direct ion,  as modif iecl  bt ' th is Sect ion,
erppl ies to c la in-rs in a patents countv court .

27,2 Parr turaphs 5.10 to 9.1 and paragraph 9.2(3) <- i to not apply to a c la im in a patepr:s county c, : rs.1.

Cl,aims for infringernent or challenge to validity

28' l  F 'aragraph 4.2(2) is rnodi f ied so that the grounds f-c,r  inr .a l id i tv mr,rst  be inclucler l  in the
statement of  case and not in a separate docurnent.

Case management (rule 63.2:\)

29,1 1't the case management conferenc,: referred to in n-rle 63.23 the court ma1, orc-ir:r any of t lhe
f r r l l o w i n g  -

( lL)  s pcci f ic  d isclosure;
(:l l ') a product or process clescription (c,r a supplernenta.ry product or process descriprtion where, clne

has already t-reen prrrrzided);
( : l ;  exprer iments '

(4t)  w' i tness statements;
(:;;; l .\[)erts' reports;
(( i )  , : rosS examinat ion at  t r ia l ;



( ' ,7)  wr i t ten submissions or skeleton arguments.

29,2 l 'he court  wi l l  meLke an order under paragraph 29.1 only -

( l )  rn relat ion to speci f ic  and idenLt i f ied issuesl  and
(2) if the court is ..;atisfied that the benefit of the firrther material in terms of its value in resolving

those issues appears l ikelv to justif l i  the cost of producing and dealing ivith it.

Applications (rule 63.25)

30"1 lVhere the court <-onsiders that a hearing is necessary under rule 63.25(.3) the court rvil l
conduct a hearing, by telephone or video conference in accordance wittr paragraphs 6:.2 to 7 of
Practice Direction 23,\ unless it considers that a hearing in person wor-Lld tre more cost. e:ffective
for the parties or is otherwise necessary in the jnterests of justice.

Determinatio.n of the claim

3lt . l  Where possible,  the court  wi l l  determine the claim solely on the basis c l f  the part ies 'stratr :ments
of case and oral  submissions.

311.2 The court wil l set the timetable for the trial and wil l, so far as appropriate, allocate eqtraI t ime
ttl the parties. (lross-examinilt ion wil l be strictly controlled by the court. The court wil l
encleat our to ensuLre that the trrial lasts no more than 2 days.
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