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1.  INTRODUCTION

1, . . l  The Ins t i tu te  o f  Trade Mark  At to rneys  ( ITMA)  makes these regu la t ions  a : ;  i l n
au thor ised  body  under  Schedu le  4  o f  the  Cour ts  and Lega lServ ices  Ac t  1990.

2. TRADE MARK LITIGATOR AND ADVOCATE CERTIFICATES

2..L Trade Mark Li t ieator Cert i f icate:

A Li t igator Cert i f icate means a cert i f icate granted by ITMA in accordance r,v i th
paragraph 4  be low to  Fe l lows or  Ord inary  Members  o f  ITMA confer r ing  the  r igh ts  se t
ou t  in  paragraph 3 .1-  be low.

2.)- Trade Mark Advocate Certificate:

ATrade Mark  Advocate  Cer t i f i ca te  means a  cer t i f i ca te  g ran ted  by  ITMA in  accordance
wi th  paragraph 5  be low to  Fe l lows or  Ord inary  Members  o f  ITMA confer r ing  the  r igh ts
se t  ou t  in  paragraphs  3 .1  and 4 .1-  be low.

3. RIGHTS OF TRADE MARK LITIGATORS

3. . t  The fo l low ing  r igh ts  a re  g ran ted  by  ITMA to  ho lders  o f  Trade Mark  L i t iga tor
Cer t i f i ca tes  w i thout  p re jud ice  to  any  ex is t ing  r igh ts  o f  ITMA Members  nanre ly ,  sub jec t
to  the  ju r isd ic t ion  o f  the  cour ts  concerned,  inc lud ing  such cour ts  as  a re  de  s ignate ,J

Communi ty  Trade Mark  and/or  Communi ty  Des ign  Cour ts ,  the  r igh t  to  cor tduc t :

(a )  l i t i ga t ion  in  the  Chancery  D iv is ion  o f  the  H igh  Cour t ,  inc lud ing  ther  l )a ten ts

Cour t ,  and in  the  County  Cour t ,  inc lud ing  the  Paten ts  County  Cour ' : ;  and

(b)  appea ls  f rom the  Compt ro l le r  Genera l  o f  Paten ts  Des igns  and Trade Mark : ; ,  the
Patents  County  Cour t ,  the  County  Cour t ,  and the  Chancery  D iv is io r r  o f  the  H igh

Cour t ,

in  respec t  o f  any  mat te r  re la t ing  to  the  pro tec t ion  o f  any  t rade mark  or  des ign

or  as  to  any  mat te r  invo lv ing  pass ing  o f f ,  o r  to  the  Olympic  Symb,c l  e tc .
(Pro tec t ion)  Ac t ,  1995,  o r  to  the  Olympic  Assoc ia t ion  R igh t  ( ln f r ingement

Proceed ings)  Regu la t ions  1"995,  o r to  the  r igh t  to  an  in junc t ion  to  "es t ra in  the

unauthor ised  use o f  Roya l  Arms e tc .  con fer red  by  Sec t ion  99(a)  o f  the  Trade
Marks  Ac t  1994:

a n d  a n v  c l a i m

c)  fo r  in f r ingement  o f  l i te ra ry  o r  a r t i s t i c  copyr igh t  in  the  Trade Mark  i t se l f :a r rd



d)  fo r  b reach o f  con t rac t  inso far  as  i t  re la tes  to  the  sa le  o f  t rade mark  gooos or
the  prov is ion  o f  t rade mark  serv ices ,  the  sub jec t  o f  a  l i cence (Trade Mark  ,&
Design Li t igat ion)

3 .2  A l l  such  l i t iga t ion  a fo resa id  i s  here ina f te r  re fe r red  to  as  Trade Mark  & Des; ign
L i t iga t ion .

4. RIGHTS OF TRADE MARK ADVOCATES

4.1 .  The fo l low ing  r igh ts  a re  g ran ted  by  ITMA ac t ing  as  an  Author ised  Body to  ho lders  o f
Trade Mark  Advocate  Cer t i f i ca tes  w i thout  p re jud ice  to  any  ex is t ing  r igh ts  o f  ITMA,
M e m b e r s ,  n a m e l y ;

(a )  The r igh ts  g ran ted  by  ITMA to  persons  en t i t led  to  ho ld  Trade Mar l :  L i t iga tor
Cert i f  icates;

(b )  sub jec t  to  the  ju r isd ic t ion  o f  the  cour ts  and t r ibuna l  concerned,  in r : lud ing  such
cour ts  as  a re  o r  may be  des ignated  Communi ty  Trade Mark  and/or  Communi ty
Des ign  Cour ts ,  the  r igh t  o f  aud ience:

( i )  in  hear ings  in  the  County  Cour t ,  inc lud ing  the  Paten ts  Cour r ty  Cour t ,  in
Trade Mark  & Des ign  L i t iga t ion ;

( i i )  in  hear ings  be fore  the  Appea l  Tr ibuna l  cons t i tu ted  by  the  F ieg is te red
Des igns  Ac t  1949 (as  amended f rom t ime to  t ime) ;  and

( i i i )  in  hear ings  in  p r iva te  on  in te r im mat te rs  in  the  course  o f  Trade Mark  &
Des ign  L i t iga t ion .

5. EXISTING ENTITLEMENT TO CERTIFICATION

5.1  Persons  en t i t led  under  the  Trade Mark  & Des ign  L i t iga tor  Regu la t ions  20C5 to  ho ld

Trade Mark  and Des ign  L i t iga tor  cer t i f i ca tes  a t  the  da te  these Regu la t io r rs  come in to

fo rce  are  deemed to  be  en t i t led  to  ho ld  Trade Mark  Advocate  Cer t i f i ca te rs .

6. GRANT OF TRADE MARK LITIGATOR CERTIFICATES

6.1  Trade Mark  & Des ign  L i t iga tor  Cer t i f i ca tes  w i l l ,  un less  re fused fo r  reasons  g iven i r r

wr i t ing ,  be  gran ted  to  app l i can ts  who are  on  the  Reg is te r  o f  T rade Mark  At to rneys  and

are  Fe l lows or  Ord inary  Members  o f  ITMA and have agreed in  wr i t ing  to  L re  bounr j  by

the  Ru les  o f  Pro fess iona l  Conduct  and D isc ip l inary  Procedure  fo r  ITMA N4t :mbers

ho ld ing  and ac t ing  w i th in  the  scope o f  L i t iga tor  and/or  Advocate  Cer t i f i ca tes  conta ined
in  Schedu le  4  and who e i ther :



(a )  have success fu l l y  under taken a  L i t iga t ion  Conduct  Course  va l ida t r :d  by  ITVIA or
an  equ iva len t  course  o f fe red  by  any  o ther  Author ised  Body (a  "Qua l i f y ing
L i t iga t ion  Course" )  and have Re levant  Exper ience as  desc ; r ibed in  Schedu le  1 ;

O R

(c)  a re  e i ther  a  so l i c i to r  o r  bar r i s te r  qua l i f ied  to  p rac t ice  be fore  the  Cour ts  o f
E n g l a n d  a n d  W a l e s ;  o r

(d )  were  a  so l i c i to r  o r  a  bar r i s te r  qua l i f ied  in  Eng land and Wales  hav ing  been
removed f rom the  ro l l  o f  so l i c i to rs  o r  d isbar red  a t  the i r  own reqLres t .

7, GRANT OF TRADE MARK ADVOCATE CERTIFICATES

7.1 .  Trade Mark  Advocate  Cer t i f i ca tes  w i l l ,  un less  re fused fo r  reasons  g iven in  wr i t ing  be
granted  to  app l i can ts  who are  on  the  Reg is te r  o f  T rade Mark  At to rneys  er r rd  a re
Fe l lows or  Ord inary  Members  o f  ITMA and have agreed in  wr i t ing  to  be  bound by  the
Rules  o f  Pro fess iona l  Conduct  and D isc ip l inary  Procedure  fo r  ITMA Members  ho ld ing
and act ing within the scope of Li t igator and/or Advocate Cert i f icates cont,ained in
S c h e d u l e  4 : :

A n d :

(a )  Have success fu l l y  under taken a  Qua l i f y ing  L i t iga t ion  Course

and who e i ther

(b )  Have success fu l l y  under taken an  Advocacy  Course  va l ida ted  by  lT ' l \4A or  a r r

equ iva len t  course  o f fe red  by  any  o ther  Author ised  Body and have Re levant

Exper ience.  l f  the  cand ida te  has  no t  been cer t i f ied  as  a  Trade Mar [<  L i t iga tor  the

Relevant  Exper ience sha l l  be  as  descr ibed in  Schedu les  l  and 2  (wf r i ch

Exper ience can be  ga ined concur ren t ly ) .  l f  the  Cand ida te  i s  a  Trac le r  Mark

L i t iga tor  the  Re levant  Exper ience sha l l  be  as  descr ibed in  Schedu le  2 .

O R

(c)  a re  e i ther  a  so l i c i to r  o r  bar r i s te r  qua l i f ied  to  p rac t ice  be fore  the  Ct>ur ts  o f

E n g l a n d  a n d  W a l e s ;  o r

( d )  w e r e  a  s o l i c i t o r o r  a  b a r r i s t e r q u a l i f i e d  i n  E n g l a n d  a n d  W a l e s  h a v i n g  b e e n

removed f rom the  ro le  o f  so l i c i to rs  o r  d isbar red  a t  the i r  own requr :s t .

8.  SYLLABUSES AND THE VALIDATION OF LITIGATION AND ADVOCACY COI.JIRSES



8 . 1 ITMA sha l l  requ i re  tha t  the  sy l lab i io f  L i t iga t ion  and Advocacy  courses  sha l l  cover  a t
leas t  the  fo l low ing  areas  o f  Trade Mark  & Des ign  L i t iga t ion :

Litigation Cond uct Cou rse

. Procedure
o C iv i l  Procedure  Ru les
o  P l e a d i n g s  a n d  a m e n d m e n t s
o  S u m m a r y  J u d g m e n t
o  In te r im Remedies
o D isc losu  re
o Expert  Evidence
o In junc t ive  re l ie f
o Securi ty for costs

.  Ski l ls bose
o  C a s e  p l a n n i n g

o  C l i e n t  s k i l l s  a n d  c l i e n t  m a n a g e m e n t
o  Case management  and prepara t ion
o Cost ing /budget ingand es t imat ion
o le t te r  and adv ice  sk i l l s  Advocacy  (wr i t ten  and ora l )
o  Negot ia t ion  sk i l l s
o  In te rv iewing  sk i l l s
o  Ske le ton  Arguments
o  Sta tement  o f  l ssues
o Set t lement  Agreements  and dra f t ing
o  Bas ic  Tr ibuna l  Advocacy  and l i t iga t ion  sk i l l s  (appropr ia te  to  p roce le ,d ings  br : fo re

U K I P O ,  O H I M  a n d  t h e  D e s i g n s  T r i b u n a l )
o  Pro fess iona l  Conduct /E th ics
o  Pro jec t  Management  and R isk  Assessment

Advocacv Course
o  C a s e  P r e p a r a t i o n  i n c l u d i n g  T r i a l S t r a t e g y  P l a n s
o  I n t e r i m  A p p l i c a t i o n s
o  E v i d e n t i a l  a n d  L e g a l  S u b m i s s i o n s
o Open ing  Speeches
o Examinat ion  in  Ch ie f
o  Cross-examinat ion
o Re-examinat ion
o C los ing  Speeches
o Experts
o  Pro fess iona l  Conduct /E th ics

ITMA may prescr ibe  a  sy l labus  fo r  e i ther  course  or  may pub l ish  exemplary  sy l labuses .



8..2

8..3

8.,tr

8,1,

Ins t i tu t ions  or  bod ies  w ish ing  to  teach any  course  va l ida ted  by  l ' IMA sha l lsubmi t ,  o r
may be  inv i ted  to  submi t  app l i ca t ions  to  ITMA.

ITMA as  appropr ia te  sha l l  inves t iga te  whether  the  ins t i tu t ion  or  body  is  f  i t : to  teach the
re levant  course ,  i .e .  whether  i t  can  impar t  the  necessary  lega l  knowledg,e  and prac t ica l
sk i l l s  so  tha t  those who have comple ted  the  course  can ac t  e f fec t i ve ly  in  the  H igh
cour t  and on  appea lw i th in  the  scope o f  the  Cer t i f i ca te  fo r  wh ich  teach i r rg  i s  g iver r .
ITMA sha l l  have regard  to  the  Va l ida t ion  Gu ide l ines  se t  ou t  in  Schedu le  i i  to  these
Regu la t ions .

ITMA sha l lg ive  a  dec is ion  in  wr i t ing  whether  o r  no t  the  re levant  course  has  been
va l ida ted .

ITMA sha l l  requ i re  an  ins t i tu t ion  teach ing  a  va l ida ted  course  to  p rov ide  ar rnua l  repor ts
concern ing  the  opera t ion  o f  the  course  in  su f f i c ien t  de ta i l  to  show tha t  the  requ i red
s tandards  are  be ing  met .  ITMA sha l l  have power  on  reasonab le  no t ice  tc r r ru i thdraw i ts
va l ida t ion  in  the  event  o f  any  ser ious  shor tcomings  wh ich  are  no t  remed ierd  to  the i r
sat isfa ct ion.

ADMISSION TO THE TRADE MARK LITIGATOR AND TRADE MARK ADVOCATE
COURSES

To be admi t ted  to  these courses  cand ida tes  must :

be  a  Fe l low or  Ord inarv  Member  o f  ITMA:  o r

be  a  Student  Member  o f  ITMA and have passed or  be  deemed to  have passed

s u c h  q u a l i f y i n g  e x a m i n a t i o n s  f o r  a d m i s s i o n  a s  a n  O r d i n a r y  M e m b e r  o f  I T M A  a s
ITMA may prescr ibe .

10. LITIGATION ACCREDITING BOARD

10.1"  ITMA sha l l  es tab l i sh  a  L i t iga t ion  Accred i t ing  Board  (LAB)as  a  commi t tee ,c ' '  ITMA urnder
Ar t i c le  63  o f  ITMA s  Ar t i c les  o f  Assoc ia t ion .

10 .2  The du t ies  o f  the  LAB wi l l  be  to  ac t  on  beha l f  o f  ITMA:

( b )

( a )

in  the  cons idera t ion  o f  and,  i f  deemed necessary ,  a l te ra t ions  to  ther  sy l lab i i ;  and

in  the  va l ida t ion  and mon i to r ing  o f  courses ;

9 .

9 . 1

( a )

( b )

(c )  in  g ran t ing ,  re fus ing  to  g ran t  and revok ing  Cer t i f i ca tes .



10.3  The LAB's  dec is ions  sha l l  be  in  wr i t ing  and,  where  i t  dec ides  no t  to  va l ida te  a  l i t iga t ion
course or advocacy course or to refuse or revoke a l i t igator cert i f icate, i t  shal l  provide
i ts  reasons  in  wr i t ing .

I0 .4  The members  o f  the  LAB sha l l  number  no  more  than 7  and no  less  than 5 ,  sha l l  be l
appo in ted  by  ITMA.  The Commi t tee  sha l l  inc lude a t  leas t  2  Members  o f  l - fMA ho ld ing
Lit igator or Advocacy Cert i f icates.

L0 .4  The LAB sha l l  make an  annua l  repor t  to  ITMA concern ing  the  app l ica t ions  rece ived fo r
accred i ta t ion  and those approved,  and the  app l ica t ions  fo r  Trade Mark
L i t iga tor /Advocate  Cer t i f i ca tes  rece ived and gran ted .  The repor t  sha l l  in r : lude  such
other  mat te rs  as  appear  appropr ia te  to  the  LAB.

1]1. APPEALS FROM LAB DECISIONS

Any person who is  aggr ieved by  a  dec is ion  o f  the  LAB on beha l f  o f  ITMA under  th r :se
regu la t ions  may:

(a )  w i th in  one month  o f  rece iv ing  no t i f i ca t ion  o f  the  dec is ion  ask  fo r  the  dec i : ; ion
to  be  rev iewed;  the  LAB sha l l  rev iewthe dec is ion  as  soon as  reasonab ly
prac t icab le  and sha l l  no t i f y  the  person o f  the  ou tcome;  and

(b)  w i th in  one month  o f  rece iv ing  no t i f i ca t ion  o f  the  ou tcome o f  a  re rv iew,  ap l rea l

to  an  independent  person or  body  o f  persons  appo in ted  by  ITMA,  agreeaLr le  to

the  par t ies ,  in  the  absence o f  agreement  de termined in  accordance w i th  the

Arb i t ra t ion  Ac t  1996 as  may be  amended or  rep laced f rom t ime to  t ime,  u , ,h ich
p e r s o n  o r  b o d y  m a y :

( i )  a f f i rm the  dec is ion  o f  ITMA:  o r

( i i )  g ive  d i rec t ions  as  to  how ITMA shou ld  exerc ise  i t s  func t ions  under  these

regu la t ions  inc lud ing  mak ing  a  d i rec t ion  tha t  ITMA shou ld  va l ida te  a

l i t iga t ion  course  or  g ran t  the  aggr ieved person a  Cer t i f i ca te  o r  re f r ,a in

f rom revok ing  a  Cer t i f i ca te .



SCHEDULE 1

TRADE MARK LITIGATOR CERTIFICATES
RELEVANT EXPERIENCE GUIDELINES

Appl ican ts  must  demonst ra te  tha t  they  have acqu i red  the  bas ic  sk i l l s  necessary  to  enab l r :
t l ^ rem to  hand le  conten t ious  mat te rs  ( "Re levant  Exper ience" ) .  These sk i l l s  w i l l  re lqu i re  reg ;u la r
exposure  to  conten t ious  mat te rs  over  a  per iod  o f  a t  leas t  6  months ,  a l though r , t r l -e ther  the
exper ience is  in  fac t  su f f i c ien t  w i l l  be  assessed on  a  case-by-case bas is .  Cand ida tes  who have
at tended qua l i f y ing  courses  va l ida ted  by  o ther  Author ised  Bod ies  may have to  d r :monst ra te
greater  exper ience showing an  awareness  o f  i ssues  spec i f  i c  to  Trade Mark  & Ders ign  L i t iga t ion .

Th is  exper ience can be  ga ined by  d i rec t l y  hand l ing  the  work ,  by  ass is t ing  o thers  in  the  work  o r
by  proper  observa t ion  o f  exper ienced prac t i t ioners .

Cand ida tes  shou ld  have exper ience tha t  enab les  them to  be  competent  in  the  conduct  o f
conten t ious  mat te rs  and to  recogn ise  where  the  mat te r  i s  ou ts ide  the i r  competency .

The fo l low ing  ac t iv i t ies  a re  examples  o f  exper ience types  wh ich  may be  taken in to  account :

o  Tak ing  c l ien t  ins t ruc t ions  and ident i f y ing  the  c l ien t ' s  ob jec t ives
o Assess ing  and ana lyz ing  a l l  re levant  lega l  and fac tua l  mat te rs
o  Prepar ing  a  case theory
o  Prepar ing  and rev is ing  as  necessary  case p lans  and schedu les
o  Ins t ruc t ing  Counse l
o  Prepar ing  and hand l ing  pre-commencement  cor respondence/negot ia t ions
o  P r e p a r i n g  i s s u i n g  a n d  s e r v i n g  p r o c e d u r a l  d o c u m e n t s  i n  t h e  n o r m a l c o u r s e  o f  a

mat te r
o  E v i d e n c e  h a n d l i n g  a n d  m a n a g e m e n t
o  P r e p a r i n g  a  c a s e  f o r  h e a r i n g
o At tend ing  hear ings
o Hand l ing  se t t lement  negot ia t ions  and dra f t ing  se t t lement  agreerxents  o f  ;a  k ind

typ ica l  to  conten t ious  Trade Mark  & Des ign  mat te rs
o  Assess ing  cos ts  and r i sks  and adv is ing  accord ing ly
o  D iar is ing  and manag ing  the  mat te r  on  an  ongo ing  bas is
o  Keep ing  proper  records  and a t tendance no tes
o Proper  f i le  and case management
o  Appropr ia te  repor t ing  and c l ien t  care
o  Post -de terminat ion  fo rmal i t ies



The exper ience must  be  ga ined under  the  superv is ion  o f  a  person hav ing  the  r igh t  to  conduct
l i t iga t ion  in  a  fo rum covered by  these Regu la t ions .

For  the  avo idance o f  doubt ,  exper ience in  the  conduct  o f  con ten t ious  mat te rs  be fore  the
UKIPO and OHIM may be  su f f i c ien t  Re levant

Exper ience fo r  the  purpose o f  these Regu la t ions .  Exper ience be fore  o ther  t r ibune l ls ,  o r  o f the
harnd l ing  o f  con ten t ious  mat te rs  in  o ther f ie lds ,  can  a lso  be  taken in to  account .

Thre  LAB may a lso  take  in to  account  exper ience ga ined f rom t ra in ing  or  o ther  l i t i ga t ion
courses  va l ida ted  or  approved by  ITMA or  by  o ther  Regu la to rs  o f  persons  hav ing  r igh ts  o t i
re  p rese  n ta t ion .

In  add i t ion ,  the  cand ida te  must  ev idence Re levant  Exper ience ga ined th rough invo lvement  in
or  the  s t ruc tu red  observance o f  the  conduct  o f  con ten t ious  proceed ings  in  a  cour t  fo rum
covered by  the  r igh ts  o f  representa t ion  gran ted  under  these Regu la t ions .  l t  i s  l i k le ly  tha t
exper ience over ,  in  to ta l ,  a t  leas t  6  cour t  work ing  days  wou ld  be  expec ted .

The cand ida te  must  keep and present  to  the  L i t iga t ion  Accred i t ing  Board  a  Tra in i r rg  Record ,
cer t i f ied  by  the  person superv is ing  the  cand ida te 's  t ra in ing  who must  a lso  conf i r rn  tha t  p roper
t ra in ing  has  been rece ived and tha t  the  necessary  sk i l l s  have been acqu i red .  The LAB mav ask
for  fu r ther  in fo rmat ion  to  suppor t  the  Cand ida te 's  app l i ca t ion  or  may s t ipu la te  fu r ther
exper ience tha t  may be  requ i red .



SCHEDULE 2

TRADE MARK ADVOCATE CERTIFICATES
RELEVANT EXPERIENCE GUIDELINES

Appl ican ts  must  demonst ra te  tha t  they  have acqu i red  the  bas ic  sk i l l s  necessary  t r  enab le
them to  exerc ise  the  r igh ts  o f  aud ience ava i lab le  to  them on cer t i f i ca t ion .  Theser  r ;k i l l s  w i l l
requ i re  regu la r  exposure  to  advocacy  exper ience over  a  per iod  o f  a t  leas t  6  mor r ths ,  a l th ,cugh
whether the  exper ience is  in  fac t  su f f i c ien t  w i l l  be  assessed on  a  case-by-case b ,a : ; i s .
Czrnd ida tes  who have a t tended qua l i f y ing  courses  va l ida ted  by  o ther  Author ised  bod ies  rnay
have to  demonst ra te  g rea ter  exper ience showing an  awareness  o f  i ssues  spec i f i c  to  Trade
Mark  & Des ign  L i t iga t ion .

T l r i s  exper ience can be  ga ined by  d i rec t l y  hand l ing  the  work ,  by  ass is t ing  o thers  in  the  work  o r
b1r  p roper  observa t ion  o f  exper ienced prac t i t ioners .

Czrnd ida tes  shou ld  have exper ience tha t  enab les  them to  be  competent  in  the  conduct  o f
conten t ious  mat te rs  and to  recogn ise  where  the  mat te r  i s  ou ts ide  the i r  competency .  For

ex ;ample ,  exper ience o f  the  fo l low ing  ac t iv i t ies  may be  taken in to  account :

Advocacy ,  wr i t ten  or  o ra l ,  be fore  the  UKIPO,  OHIM or  o ther t r ibuna ls ,  in te r  por te :sand

ex porte.

P r e p a r a t i o n  o f  s k e l e t o n  a r g u m e n t s  i n  t h e  U K I P O

P r e  -  h e a r i n g  p r e p a r a t i o n  a n d  p l a n n i n g

Wi tness  examinat ion

Genera l l y  p resent ing  to  peers ,  c l ien ts  o r  o ther  aud iences .

T f re  LAB may a lso  take  in to  account  exper ience ga ined f rom t ra in ing  or  o ther  advocacy

cc ,urses  va l ida ted  or  approved by  ITMA or  by  o ther  Regu la to rs  o f  persons  hav ing  r igh ts  o f

a  u d  i e n c e .

In  add i t ion ,  the  cand ida te  rnus t  ev idence Re levant  Exper ience ga ined th rough inv 'o lvement  in

or  the  s t ruc tu red  observance o f  the  conduct  o f  o ra l  advocacy  in  conten t ious  proceed ings  in

U l ( lPO or  in  a  cour t  fo rum covered by  the  r igh ts  o f  representa t ion  gran ted  under  these

Rergu la t ions .  l t  i s  l i ke ly  tha t  exper ience over ,  in  to ta l ,  a t tendance a t  UKIPO/Cour t  on  leas t  6
wr r rk ing  days  wou ld  be  expec ted .



The candidate must  keep and present  to  the L i t igat ion Accredi t ing Board a Tra in i r r rg  Record,
cerr t i f ied by the person superv is ing the candidate 's  t ra in ing who must  a lso conf i r rn  that  proper
tnain ing has been received and that  the necessary sk i l ls  have been acqui red.  Thr :  LAB ma'y  ask
for  fur ther  in format ion to  suppor t  the Candidate 's  appl icat ion or  may st ipu late fur ther
er :per ience that  may be requi red^

SCHEDULE 3

Lit igat ion and Advocacy Course Val idat ion Guidel ines

1, .  ITMA may v is i t  the  ins t i tu t ion  and l ia ise  w i th  the  s ta f f  concerned as  o f ten  as  necessarv .
In  par t i cu la r  ITMA sha l l  inves t iga te :

(a )  whether  those in tend ing  to  teach the  course  unders tand the  reasons  why the
course  has  been se t  up  and the  ob jec t ives  tha t  i t  i s  requ i red  to  ac f r ieve ;

whether  the  proposed course  is  adapted  to  the  needs o f  the  s tuc le ,n ts ;

whether  there  is  a  su f f i c ien t  team o f  su i tab ly  qua l i f ied  peop le  av ;a i lab le  to
teach the  courses ;

whether  the  ins t i tu t ion  has  the  phys ica l  and o ther  resources  nece: ;sary  fo r  the
course  to  be  taught ;

how the  course  is  to  be  run ,  what  w i l l  be  the  expec ted  s ize  o f  ther  : ; tudent
g r o u p s ,  a n d  h o w  e x e r c i s e s  a i m e d  a t  d e v e l o p i n g  p r a c t i c a l s k i l l a r e  t o  b e  c a r r i e d
out  to  su f f i c ien t ly  r igorous  s tandards  and under  adequate  super l ' i : ; ion ;

w h a t  t h e o r e t i c a l s y l l a b u s  w i l l  b e  c o v e r e d  a n d  w h a t  p r a c t i c a l  s k i l l s ; w i l l  b e
ta  ught ;

what  spec imen exerc ises  and spec imen examinat ion  papers  a re  ava i lab le  1 'o r
cons idera t ion ;  and

t h a t  t h e  c a n d i d a t e ' s  w r i t t e n  w o r k  a n d  e x a m i n a t i o n s  w i l l  b e  a p p r o p r r i a t e l y
suoerv ised.

ITMA sha l l  l i a ise  w i th  each ins t i tu t ion  teach ing  a  va l ida ted  course  to  ensure  tha t :

(a )  the  sy l labus  and prac t ica l  exerc ises  are  up  to  da te  and cont inue to  meet  the
t ra in ing  requ i rements  o f  Trade Mark  & Des ign  L i t iga tors  o r  Advocar tes ;

the  examinat ion  and tes t  conducted  by  the  ins t i tu t ion  are  o f  an  appropr ia te
s t a n d a r d ;  a n d

( b )

(c )

( d )

I e \

( f )
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(c)  the admin is t rat ion and management  of  the course is  e f fect ive.

3.  The overa l l  a im of  a  va l idated course is  that  by the end a par t ic ipant  should be abr le  to
per form competent ly  as a Trade Mark & Design L i t igator  or  Advocate in  t i re  re levant
cou rIS.

SCHEDULE 4

Rules of Professional Conduct and Discipl inary Procedure for ITMA Members holding and
acting within the scope of Litigator and/or Advocate Certificate:;

1.  Def ini t ions

"Cert i f icate" shal l  mean a Li t igator or Advocate cert i f icate issued by the l rrst i tute of
Trade Mark  At to rneys  w i th in  the  scope o f  the  r igh ts  g ran ted  under  the  Cour ts  anrJ
Legal Services Act 1990.

"Cer t i f ied  Person"  sha l l  mean a  person ho ld ing  a  Cer t i f i ca ted  gran ted  under  these:
Regu la t ions  and ac t ing  under  tha t  Cer t i f i ca te

"L i t iga t ion  Work"  sha l l  mean the  prov is ion  o f  p ro fess iona l  serv ices  w i th in  the  scope o f
e i ther  a  L i t iga tor  o r  Advocate  Cer t i f i ca te  by  or  under  the  superv is ion  o f  a  3er t i f iec l
Person.

"F i rm"  sha l l  mean a  so le  p rac t i t ioner ,  a  par tnersh ip  o r  a  body  corpora te  c , l r ry ing  on
bus iness  as  a  reg is te red  t rade mark  a t to rney  or  so l i c i to r ,  o r  whose pr imary  purpose is
to  p rov ide  in te l lec tua l  p roper ty  adv ice  to  th i rd  par t ies  fo r  payment  in  re :s l lec t  o f  those
se rvi  ces.

" M e m b e r  o f  a  F i r m "  s h a l l  m e a n  a n  e m p l o y e e  o f  t h e  F i r m  a n d  a l s o  t h e  s o l e  p r a c t i t i o n e r ,
a  par tner  o f  the  F i rm in  the  case o f  a  par tnersh ip ,  and a  d i rec to r  o f  the  F i rm in  the  case
of  a  body  corpora te .

" ITMA"  sha l l  mean the  Ins t i tu te  o f  Trade Mark  At to rnevs .

"Employed Cer t i f ied  Person "  sha l l  mean a  Cer t i f ied  Person who is  an  empr loyee o f  an
e m p l o y e r  t h a t  i s  n o t  a  F i r m .

"Ho ld ing"  and "subs id ia ry"  company have the  mean ings  ass igned to  thern  by  the
Company 's  Ac t  1985 (as  amended f rom t ime to  t ime)  and two compan ies  are
"assoc ia ted"  where  they  are  subs id ia r ies  o f  the  same ho ld ing  company or  compan ies ;

2. Scope of Rules



2. 'L  These Ru les  sha l l  app ly  to  Cer t i f ied  Persons  when per fo rming  L i t iga t ion  Work .

2 . i ' -  A  Cer t i f ied  Person sha l l  be  respons ib le  fo r  ensur ing  tha t  a l l  L i t iga t ion  Work  per fo r rmed

by a  person under  h is  o r  her  superv is ion  w i l l  be  conducted  in  accordance, . r r i th  these
R u  l e s .

2 . i \  A  Cer t i f ied  Person sha l l ,  by  app ly ing  fo r  and ho ld ing  a  Cer t i f i ca te ,  agree  to  sub jec t  to
any  appea l  to  be  bound by  a l l  requ i rements  and procedures  and dec is ions  o f  any
person,  body  or  commi t tee  se t  up  to  en force  these Ru les  and sha l l co-opera te  fu l land
prompt ly  in  es tab l i sh ing  the  fac ts  in  re la t ion  to  any  a l leged breach o f  thes , :  Ru les .

2 . t l  l f  any  prov is ion  o f  these Ru les  imposes  requ i rements  add i t iona l  to  o r  d i f l ' e ren t  f rom
those o f  o ther  ru les  o f  conduct  to  wh ich  a  Cer t i f ied  Person is  sub iec t ,  thc lse  Ru les  sha l l
p  reva  i  l .

3.  Basic Principles

3 .1  A Cer t i f ied  Person sha l l  ne i ther  do  any th ing  nor  permi t  any  persons  to  do  any th ing  on
h i s  o r  h e r  b e h a l f ,  w h i c h  c o m p r o m i s e s  o r  i m p a i r s  o r  i s  l i k e l y  t o  c o m p r o m i s e r  o r  i m p , a i r
any  o f  the  fo l low ing :

(a )  the  independence or  in tegr i t y  o f  the  Cer t i f ied  Person;

(b )  a  person 's f reedom to  ins t ruc t  a  Cer t i f ied  Person or  o ther  p ro fess i t>na l  person

o f  h i s  o r  h e r  c h o i c e :

(c )  the  Cer t i f ied  Person 's  du ty  to  ac t  in  the  bes t  in te res t  o f  the  c l ien t ;

(d )  the  Cer t i f ied  Person 's  s ta tu to ry  du ty  to  the  Cour t  Iunder  Sec t ion  2 '7 (2A)  o f  the

C o u r t s  a n d  L e g a l s e r v i c e s  A c t  1 9 9 0  ( s e e  R u l e  L 1 . 1 b e l o w ) w h i c h  s h ; l l l  p r e v a i l

o v e r  h i s  o r  h e r  d u t y t o  a n y  c l i e n t  o r  o t h e r  p e r s o n ,  o r

(e )  the  Cer t i f ied  Person 's  p roper  s tandard  o f  work .

4. Competence

4. ' -L  A  Cer t i f ied  Person sha l l  dec l ine  to  under take  L i t iga t ion  work  ou ts ide  h is  o r  her

exper t i se  o r  com petence.

4 . tL  A  Cer t i f ied  Person sha l l  cons ider  whether ,  hav ing  regard  to :

(a )  the  c i rcumstances  ( inc lud ing  in  par t i cu la r  the  grav i ty ,  complex i ty  a  nd  l i ke ly '

cost)  of  the case;



(b )

(c )

( d )

the nature of  the Cer t i f ied Person 's  pract ice;

the Cer t i f ied Person 's  abi l i ty ,  exper ience and senior i ty ;  and

the Cer t i f ied Person 's  re la t ionship wi th  the c l ient .  The best  in terests  of  the
cl ient would be served by the Certi f ied Person, another Cert i f ied Person
whether  wi th in  the same Fi rm or  not ,  a  so l ic i tor ,  or  some other  pe"son
prov id ing l i t igat ion serv ices.

The cons idera t ion  re fe r red  to  in  Ru le  4 .2  sha l l  be  g iven as  soon as  prac t icab le  a f te r
rece iv ing  ins t ruc t ions  and f rom t ime- to - t ime therea f te r ,  par t i cu la r ly  when
c i rcumstances  change,  and a  f i le  no te  sha l l  be  made on each occas ion  suc l r
cons idera t ion  is  g iven .  l f  the  Cer t i f ied  Person cons iders  tha t  the  bes t  in te r r :s ts  o f  the
c l ien t  wou ld  be  served by  some o ther  person ac t ing ,  he  or  she must  adv is r :  h is  o r  l re r
c l ien t  accord ing ly .

Conflicts of Interests

A Cer t i f ied  Person must  no t  acceot  ins t ruc t ions  to  ac t  fo r  two or  more  c l ien ts  where
there  is  a  conf l i c t  o f  a  s ign i f i can t  r i sk  o f  con f l i c t  be tween the  in te res ts  o f  t l te  c l ien ts .

l f  a  Cer t i f ied  Person acqu i res  or  has  acqu i red  re levant  knowledge concern  ng  a  cur ren t

or  a  fo rmer  c l ien t  in  the  course  o f  ac t ing  fo r  tha t  c l ien t  in  any  capac i ty ,  ther  Cer t i f ie rd

Person must  no t  accept  ins t ruc t ions  to  ac t  aga ins t  tha t  c l ien t  o r  sha l l  hencefor th  cease

to  ac t  aga ins t  tha t  c l ien t . .  The te rm " re levant  knowledge"  sha l l  mean such knowledge

of  the  c l ien t  o f  the  c l ien t ' s  a f fa i rs  tha t  i s  no t  w ide ly  d isseminated  to  the  pLrb l i c  anc l tha t

is ,  o r  i s  l i ke ly  to  become,  re levant  to  the  ac t ion  concerned aga ins t  the  c l i r : t t t .

A  Cer t i f ied  Person must  no t  con t inue to  ac t  fo r  two or  more  c l ien ts  where  conf l i c t  o f

in te res ts  a r ises  be tween those c l ien ts .

A  Cer t i f ied  Person must  no t  ac t  where  h is  o r  her  in te res ts ,  o r  where  he  kncws or  has

reasonab le  g rounds fo r  suspec t ing  tha t  the  in te res ts  o f  any  Par tner  o r  mernber  o f  s ta f f

o f  h is  o r  her  f i rm,  conf l i c t  w i th  those o f  a  c l ien t .

A  Cer t i f ied  Person must  no t  a l low any  person to  per fo rm L i t iga t ion  Work  under  h is  o r

her  superv is ion  when the  Cer t i f ied  Person knows or  has  reasonab le  g rounds fo r

suspec t ing  tha t  such person has  a  conf l i c t  o f  in te res t  in  respec t  o f  the  L i t i€ ,a t ion  work .

Sub jec t to  Ru le  6 ,  an  Employed Cer t i f ied  Person may on ly  under take  L i t iga t ion  Work

for  a  person o ther  than h is  o r  her  employer  i f :

he  or  she  dec l ines  to  ac t  fo r  tha t  person i f  any  conf l i c t  a r ises  be twe:en  the

e m p l o y e r  a n d  t h a t  p e r s o n ;  a n d

4.: l
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( b ) he or  she in forms that  person in  wr i t ing pr ior  to  commencing each p iece of
L i t igat ion work that  he or  she is  an employee and that  he or  she must  dec l ine
to act  fur ther  for  that  person i f  any conf l ic t  ar ises between the ernployer  and
that  oerson.

Employed Cert i f ied Persons

An employed Cer t i f ied  Person sha l l  no t  ac t  in  the  course  o f  h is  employm,3nt  w i th  h is
employer  as  a  Cer t i f ied  Person except  in  accordance w i th  the  fo l low ing  pr rov is ions ;o f
R u l e  6 .

In  the  course  o f  h is  employment ,  an  Employed Cer t i f ied  Person may ac t  fo r  the
employer  and the  fo l low ing  re la ted  bod ies

(a)  the  employer 's  ho ld ing ,  assoc ia ted  or  subs id ia ry  company;

(b )  a  par tnersh ip ,  synd ica te  o r  company byway o f  jo in t  ven ture  in  wh ich  the
employer  and o thers  have an  in te res t

a  t rade assoc ia t ion  o f  wh ich  the  employer  i s  a  member ;

a  c lub ,  assoc ia t ion ,  pens ion  fund or  o ther  scheme opera t ing  fo r  th r :  benef i t  o f
employees  o f  the  employer ;

where  the  employer  i s  a  pub l i c  body ,  fo r  another  pub l i c  body  or  s ; ta tu to ry
o f f i cer  to  wh ich  the  employer  i s  s ta tu to r i l y  empowered to  p rov ide  lega l

services;

where  the  employer  i s  an  assoc ia t ion  whose members  are  l im i ted  to  persc lns

engaged or  concerned in  a  par t i cu la r  t rade,  occupat ion  or  ac t i v i t y  , r f  o therw ise

hav ing  a  communi ty  o f  in te res t ,  and is  fo rmed bona f ide  fo r  the  Lrenef i t  o f  i t s

members  and no t  fo rmed d i rec t l y  o r  ind i rec t l y  fo r  the  benef i t  o f  t :h re  Employed

Cer t i f ied  Person or  p r imar i l y  fo r  secur ing  ass is tance in  lega l  p rocere  d ings ,  f r l r  a

m e m b e r  o f  s u c h  a n  a s s o c i a t i o n ;  o r

a  person w i th  whom the  employer  has  a  jo in t  in te res t  in  the  ou tcome o f  any
proceed ings ,  inc lud ing  in  par t i cu la r  any  l i censee or  l i censor  o f  ther r :mp loye l r ,  o r

any  jo in  owner  w i th  the  employer  o f  any  in te l lec tua l  p roper ty  r igh :s  the

sub jec t  o f  the  re levant  L i t iga t ion  Work ,  p rov id ing  tha t  such jo in t  in te res t  i s ;

bona f ide  fo r  the  employer 's  benef i t  and is  no t  fo rmed d i rec t l y  o r  ind i rec t l y  fo r

secur ing  ass is tance in  lega l  p roceed ings .

Sub jec t  to  the  fo l low ing  prov is ions ,  an  Employed Cer t i f ied  Person may
a lso  ac t  fo r  the  fo l low ing  persons :

6 .

o. . t -
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( a )

( b )

(c )

( a )

( b )

a fe l low employee;

a  d i rec to r ,  company secre tary  o r  board  member  o f  the  Employec l  cer t i f ied l
Person 's  employer ;  o r

an  employee,  d i rec to r ,  company secre tary ,  board  member  o r  t rus tee  o f  the
employer  o r  o f  a  re la ted  body  o f  the  employer  w i th in  the  mean i r rg  o f  Ru le  6 .2 ;

Prov ided tha t  in  each case

the  mat te r  re la ted  to  o r  a r ises  ou t  o f  the  work  o f  such person fo r  the
employer ;

the  Employed Cer t i f ied  Person is  sa t is f ied  tha t  such person does  nr t  w ish  to
ins t ruc t  some o ther  representa t ive ;  and

(c )  no  charge is  made to  such person,  in  re la t ion  to  the  Employed Cer r t i f ied
Person 's  cos ts ,  un less  such cos ts  a re  recoverab le  f rom any  o ther  s r>urce .

The employed Cer t i f ied  Person sha l l ,  be fore  accept ing  ins t ruc t ions  to  ac t  1 'o r  the
bod ies  or  persons  o ther  than the  employer  in  accordance w i th  these Ru les ,  g ive
wr i t ten  no t ice  to  the  c l ien t  tha t  the  employer  i s  no t  ab le ,  by  way o f  insurance or
o therw ise ,  to  indemni fy  the  c l ien t  adequate ly  in  the  event  o f  a  c la im aga i r rs t  the
Employed Cer t i f ied  Person fo r  wh ich  the  employer  wou ld  be  v icar ious ly  l i ; lb le ,  i f  tha t
be  the  case.

The Employed Cer t i f ied  Person sha l l ,  be fore  accept ing  ins t ruc t ions  to  ac t  1or  the
bod ies  or  persons  o ther  than the  employer  in  accordance w i th  these Ru le : ; ,  g ive
wr i t ten  no t ice  to  the  c l ien t  tha t  the  Employed Cer t i f ied  Person is  no t  cor , 'e red  by
insurance in  re la t ion  to  p ro fess iona l  neg l igence,  i f  tha t  be  the  case.

Where  an  Employed Cer t i f ied  Person is  ac t ion  fo r  a  body  or  person o ther  1 :ha t  the
e m p l o y e r  i n  a c c o r d a n c e  w i t h  t h e s e  R u l e s ,  a n y  i n f o r m a t i o n  d i s c l o s e d  b y t h e  E m p l o y e d
C e r t i f i e d  P e r s o n  b y t h e  c l i e n t  i s  c o n f i d e n t i a l  a n d  c a n n o t  b e  d i s c l o s e d  t o t h l  e m p l o y e r
except  w i th  the  express  consent  o f  the  c l ien t .

any  re fe rences  to  a  Cer t i f ied  Person 's  employer  inc lude the  employer 's  ho ld ing ,
assoc ia ted  or  subs id ia ry  company,  and any  re fe rences  to  an  employee inc  ude
re ferences  to  an  employee o f  such ho ld ing ,  assoc ia ted  or  subs id ia ry  company.

Non-discr iminat ion

A Cer t i f ied  Person must  no t  d isc r im ina te  on  the  grounds o f  race ,  sex ,  d isa t l i l i t y ,  sexua l
or ien ta t ion  or  re l ig ion  in  h is  o r  her  p ro fess iona l  dea l ings  w i th  c l ien ts ,  emp oyees ,
so l i c i to rs ,  o ther  pa ten t  agents ,  bar r i s te rs  o r  any  o ther  person.

6.,1

6.:;

6 . 6

6.-,7

7.

7 , :L



7. t ! -  Wi thout  p re jud ice  to  Ru le  7 .1a  Cer t i f ied  Person in  any  ins tance in  wh ich  he  is
prov id ing  advocac ,y  serv ices  in  the  course  o f  L i t iga t ion  Work  must  no t  w i thho ld  those
se rvices:

(a )  on  the  ground tha t  the  na ture  o f  the  case is  ob jec t ionab le  to  h im c r to  any
sec t ion  o f  the  oub l ic :

(b )  on  the  ground tha t  the  conduct ,  op in ions  or  be l ie fs  o f  the  prospec t ive  c l ie r r t
a re  unacceptab le  to  h im or  to  any  sec t ion  o f  the  pub l ic ;  o r

(c )  on  any  ground re la t ing  to  the  source  o f  any  f inanc ia l  suppor t  wh i r : l t  may
proper ly  be  g iven to  the  prospec t ive  c l ien t  fo r  the  proceed ings  in  q  ues t ion  ( fo r

example ,  on  the  ground tha t  such suppor t  w i l l  be  ava i lab le  under  the  Access  to
Jus t ice  Ac t  199.

8. Conf ident ial i ty

8 .1  Except  p roper ly  fo r  conduct  o f  work  on  beha l f  o f  the  c l ien t ,  a  Trade Mark  [ i t iga tor  i s

under  du ty  to  keep conf ident ia l  to  h is  o r  her  own F i rm the  a f fa i rs  o f  a  c l i r : r t t  and  to

ensure  tha t  the  s ta f f  o f  the  F i rm do the  same.

8 . ' , ) -  The du ty  under  Ru le  8 .1 -  app l ies  i r respec t ive  o f  the  source  o f  tha t  in fo rmal : ion .

8 .3  The du ty  under  Ru le  8 .1 -  con t inues  un t i l the  c l ien t  permi ts  d isc losure  or  w i t i ves  th t :

con f ident ia  l i t v .

9.  Fees

9.1  A Cer t i f ied  Person must  no t  charge un jus t i f iab le  fees  hav ing  regard  to  fee : ;  genera l l y

charged by  pro fess iona ls  in  the  conduct  o f  l i t i ga t ion  o f  comparab le  compl :x i ty  and

d i f f i cu l ty  to  the  L i t iga t ion  Work  in  ques t ion .

9 . ' ,2  A  Cer t i f ied  Person who is  re ta ined in  connect ion  w i th  L i t iga t ion  Work  sha l l  no t  en ter

in to  any  ar rangement  to  rece ive  a  cont ingency fee  in  respec t  o f  tha t  work  except  i f

permi t ted  to  do  so  by  the  Lord  Chance l lo r  in  accordance w i th  any  s ta tu te  o r  s ta tu to ry

ins t rument  o r  o therw ise  in  accordance w i th  anv  ru le  o f  law.

10r.  Community LegalService Fund

1Cr .1-  A  Cer t i f ied  Person is  under  a  du ty  to  cons ider  and adv ise  the  c l ien t  on  the  ava i lab i l i t y

o f  fund ing  fo r  l i t i ga t ion  serv ices  by  the  Communi ty  Lega l  Serv ice  Fund or  . rny  fund ing

ava i lab le  f rom the  w ider  Communi ty  Lega l  Serv ice  to  wh ich  the  c l ien t  migh t  be

ent i t led  under  the  Access  to  Jus t ice  Ac t  l -99 [  ]  and any  Sta tu to ry  Ins t ruments

thereunder  o r  any  succeed ing  Ac t .



1 1 . Duties of a Certified Person

1.1,.1, A Certi f ied Person conducting l i t igation or exercising a r ight of audience lr; ts a
statutory duty

(a )  to  the  cour t  to  ac t  in  the  in te res ts  o f  jus t i ce ;  and

(b)  to  comply  w i th  these ru les

And those du t ies  over r ide  any  ob l iga t ion  wh ich  the  Cer t i f ied  Person may have
(o therw ise  than under  the  c r im ina l  law)  i f  i t  i s  incons is ten t  w i th  them.

1 ,1 .2  A  Cer t i f ied  Person wh i ls t  under  a  du tv  to  do  the  bes t  fo r  a  c l ien t  must  never  dece ive  or
mis lead the  Cour t .

11 .3  A  Cer t i f ied  Person must  no t  make or  ins t ruc t  counse l to  make an  a l legat ion  wh ich  is

in tended on ly  to  insu l t ,  degrade or  annoy  the  o ther  s ide ,  a  w i tness  or  any  o ther

oe rson.

11 , .4  A  Cer t i f ied  Person is  under  a  du ty  to  a t tend or  a r range fo r  the  a t tendance o f  a

respons ib le  representa t ive  th roughout  any  Cour t  hear ing  a t tended by  Cot tnse l .

l -1 .5  A  Cer t i f ied  Person must  comply  w i th  any  order  o f  the  Cour t  wh ich  the  Cour t  can
proper ly  make requ i r ing  the  Cer t i f ied  Person and h is  o r  her  F i rm to  take  or  re f ra in

f rom tak ing  some par t i cu la r  course  o f  ac t ion .

L1 ,6  A  Cer t i f ied  Person must  comply  w i th  the  le t te r  and sp i r i t  o f  any  under ta l l i t tg  g iven  to

the  Cour t  o r  o ther  par tv  whether  o r  no t  tha t  under tak ing  is  suppor ted  b '1

con s id  e  ra t ion .

L2. Complaints

12.1  Each Cer t i f ied  Person or  F i rm sha l l  have an  es tab l i shed procedure  fo r  dea l ing  w i th r

compla in ts  in  regard  to  L i t iga t ion  Work .  Wr i t ten  de ta i l s  o f  the  procedurer  tnus t  be

ava i lab le  whenever  a  c l ien t  reques ts  them.  In  add i t ion ,  a  c l ien t  sha l l  be  in1 'o rmed in

wr i t ing ,  when f i rs t  engag ing  a  Cer t i f ied  Person or  a  F i rm to  do  L i t iga t ion 'n /o rk

(whether  o r  no t  the  c l ien t  i s  a l ready  a  c l ien t  o f  the  Cer t i f ied  Person or  h i rs  F i rm in

respec t  o f  o ther  work) ,  tha t  such a  procedure  ex is ts  and tha t ,  fo r  reso lu t ion  o f  a

compla in t ,  the  c l ien t  shou ld  f i rs t  con tac t  the  Trade Mark  L i t iga tor  o r  h is  F i rm.  In  o rder

to  reduce misunders tand ings  concern ing  the  leve ls  o f  fees  charged fo r  L i t iga t ion  \Mork ,

the  c l ien t  must  a lso  be  in fo rmed in  wr i t ing  o f  the  bas is  on  wh ich  the  work  i s  to  be

cha rged.



13 i .  Pro fess iona l lndemni ty lnsurance

13 i .1  Each Cer t i f ied  Person or  h is  o r  her  F i rm must  take  ou t  and main ta in  p ro fess iona l
indemni ty  insurance cover  fo r  L i t iga t ion  Work .  When commenc ing  and renewing such
insurance,  each Trade Mark  L i t iga tor  o r  h is  o r  her  F i rm sha l l  ensure  tha t  t l re  insurance
prov ides  cover  in  respec t  o f  each and every  c la im brought  in  the  Un i ted  K ngdom or
e lsewhere  in  the  European Un ion  o f  a  leas t  the  Min imum Va lue  (as  de f i r red  in  the  nex t
sentence)  p reva i l ing  a t  the  t ime o f  commencement  o r  renewal .  The Min i rnum Va lue
sha l l  be  de termined by  the  re levant  Counc i l  o f  ITMA f rom t ime to  t ime bu t  sha l l  never
be a  va lue  less  than f  1 ,000,000.

13 .2  A Cer t i f ied  Person sha l l  no t  l im i t  l i ab i l i t y  fo r  p ro fess iona l  neg l igence be lo rar  the
M i n i m u m  V a l u e .

13 .3  Any  l im i ta t ion  o f  l iab i l i t y  fo r  neg l igence in  respec t  o f  L i t iga t ion  Work  mu: ; t  be  c lear ly
drawn to  the  a t ten t ion  o f  a  c l ien t  and be  unders tood and accepted  by  h in r  o r  her .

13 .4  The prov is ions  o f  th is  Ru le  13  sha l l  no t  app ly to  an  Employed Trade Mar l i  - i t iga tor
w h e n  h e  o r  s h e  i s  a c t i n g  w i t h i n  t h e  m e a n i n g  o f  R u l e  5 . 2  o r  6 . 3

L4. Cl ient 's Money

L4.L  A Cer t i f ied  Person in  per fo rming  any  L i t iga t ion  Work  must  ensure  tha t  an1 'money he ld
on beha l f  o f  the  c l ien t  in  respec t  o f  such L i t iga t ion  Work  is  he ld  on  t rus t  fo r  the  c l ien t
in  an  account  wh ich  is  en t i re ly  separa te  f rom the  Trade Mark  & Des ign  L i t  ga tor ' s
persona l  o r  p ro fess iona l  bus iness  account .

L4 .2  Money wh ich  wou ld  have to  be  kept  in  the  separa te  account  inc ludes  tha l  wh ich  is
in tended or  wh ich  may be  requ i re  to  be :

(a )  pa id  o r  rece ived f rom a  th i rd  par ty  on  se t t lement  o r  as  the  cour t  n r igh t  d i r ,ecU
o r

(b)  pa id  in to  o r  rece ived f rom the  Cour t  ( inc lud ing  w i thout  l im i ta t ion  by  way o f  a
Par t  36  payments  o r  a  payment  on  account  o f  cos ts  fo l low ing  sun l r ra ry  o r
de ta i led  assessment ) .

14 .3  Money in  the  separa te  c l ien t ' s  account  must  be  he ld  to  the  order  o f  the  r : l ien t  o r the
C o u r t  a n d  a n y  i n t e r e s t  a c c r u i n g  i n  t h e  a c c o u n t  m u s t  i n u r e  t o  t h e  c l i e n t .

14 .4  Moneywhich  the  Cer t i f ied  Person is  no t  requ i red  to  keep in  such a  separa te  c l ien ts '
a c c o u n t  i n c l u d e s :

(a )  any  money rece ived on  account  o f  expec ted  charges  fo r  the  Cer t i f ied  Person 's
serv ices ;



( b )

( c )

cos ts  to  be  incur red  on  the  c l ien t ' s  beha l f  :  ano

money pa id  in  se t t lement  o f  a  debt  owed bv  the  c l ien t  to  the  Cer t i f ied  Person.

ITMA - Discipl inary Procedure in respect of Li t igat ion Work

Defini t ions

The de f in i t ions  a t  1  o f  the  Ru les  o f  Pro fess iona l  Conduct  fo r  Trade Mark ,At to rneys ;
ho ld ing  and ac t ing  w i th in  the  scope o f  L i t iga t ion  R igh ts  Cer t i f i ca tes  ( the  ' spec ia l  Ru les
o f  Pro fess iona l  Conduct " )sha l l  a lso  app ly  to  the  conduct  o f  the  present  D isc ip l inary
Proced ure .

The D isc ip l inary  Procedure  se t  ou t  in  the  fo l low ing  paragraphs  sha l l  app l '1 to  the
conduct  o f  any  compla in t  concern ing  a  poss ib le  b reach o f  the  spec ia l  Ru les  o f
Pro fess iona l  Conduct  bv  a  Cer t i f ied  Person.

Object

Many compla in ts  o f  a  minor  na ture  can be  dea l t  w i th  in te rna l l y  by  d iscus ;s ion .  Such an
in te rna l  p rocedure  may no t  reso lve  ser ious  compla in ts  and th is  d isc ip l inary  p rocedure
prov ides  a  rou te  by  wh ich  a  c l ien t  o r  o ther  in te res ted  par ty  maytake fu r ther  any  l ro in t
o f  d issa t is fac t ion .

First  Stages

F o r t h e  d i s c i p l i n a r y  p r o c e d u r e  t o  b e  i n i t i a t e d ,  t h e  c o m p l a i n a n t  m u s t  h a v e , r n  i n t e r , e s t
in  the  L i t iga t ion  Work  compla ined o f ,  The Secre tary  o f  ITMA is  deemed to  have an
in te res t  and sha l l  be  en t i t led  to  in i t ia te  the  d isc ip l inary  p rocedure  i f  the  5 ie  c re ta ry
deems in  h is  o r  her  abso lu te  d isc re t ion  tha t  i t  i s  appropr ia te  to  do  so ,  and the  te r rn
"compla inant "  inc ludes  the  Secre tary  o f  ITMA when the  Secre tary  has  in i t ia ted  th r :
d i s c i p l i n a r y  p r o c e d u r e .  P r o v i d e d  t h e  c o m p l a i n a n t  h a s  a n  i n t e r e s t ,  t h e  c o r n p l a i n a n t  c a n
be a  c l ien t  o r  a  person o ther  than c l ien t ,  fo r  ins tance,  a  Cour t ,  a  th i rd  par tv  such a : ;
another  par ty  o f  the i r  representa t ive  in  lega l  p roceed ings  or  a  member  o f  the  Bar .

l f  a  compla in t  i s  made to  ITMA or  i f  the  Secre tary  o f  ITMA in i t ia tes  the  d isc : ip l inary
procedure ,  the  Cer t i f ied  Person in  re la t ion  to  whom the  compla in t  i s  mader  o r  h is  o r
her  F i rm sha l l  be  in fo rmed.  l f  the  compla inant  i s  a  c l ien t  and i f  the  mat te r  has  no t
been d iscussed be tween the  c l ien t  and the  Cer t i f ied  Person or  h is  o r  her  F  rm,  the
Cer t i f ied  Person or  h is  o r  her  F i rm shou ld  make reasonab le  endeavours  to  d iscuss  the
compla in t  w i th  the  c l ien t .  l f  the  compla in t  i s  no t  reso lved be tween the  c l ien t  and the
Cer t i f ied  Person (o r  h is  o r  her  F i rm) ,  then the  c l ien t  may requ i re  tha t the  nra t te r  be
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3.: i

re fe r red  to the  appo in ted  person or  body  (see paragraph 3 .3) .  l f  the  compla inant  i s
no t  a  c l ien t ,  the  mat te r  sha l l  be  re fe r red  d i rec t l y  to  the  appo in ted  persor r  r t r  body ;
however ,  i f  the  d isc ip l inary  p rocedure  is  in i t ia ted  by  the  Secre tary  o f  ITMA,  the  mat te r
sha l l  be  re fe r red  d i rec t l y  to  the  L i t iga tor  Conduct  commi t tee  appo in ted  under
paragraph 4 .

The appo in ted  person or  body  sha l l  be  secre tar ia t  o f  ITMA,  o r  a  person or  body
appo in ted  by  the  secre tar ia t .

The appo in ted  person or  body  sha l lac t  as  a  th i rd  par ty  med ia to r  o r  a  th i rd  par ty
conc i l ia to r  as  i t  deems appropr ia te .  The appo in ted  person or  body  sha l l  rev iew any
compla in t ,  o ther  than where  the  d isc ip l inary  p rocedure  is  in i t ia ted  by  the l  :Secre tary  o f
ITMA,  and sha l l  exp lo re  w i th  the  par t ies  whether  there  is  any  bas is  o f  se t t l ing  the
compla in  w i thout  tak ing  the  mat te r  fu r ther .

The appo in ted  person or  body  sha l la lso  rev iew the  compla in t  and g ive  a  p re l im inary

op in ion  on  whether  on  the  face  o f  i t  the  compla in t  has  any  subs tance,  and sha l l  in fo rm
t h e  c o m p l a i n a n t  a n d  t h e  T r a d e  M a r k  L i t i g a t o r  ( o r  h i s  o r  h e r  F i r m ) o f  t h a t  o p i n i o n ,

The appo in ted  person or  body  sha l la lso  de termine whether  the  compla in t :  concerns  a
poss ib le  b reach o f  the  Spec ia l  Ru les  o f  Pro fess iona l  Conduct  by  a  Cer t i f ied  Person,  in

w h i c h  c a s e  t h e  c o m p l a i n t  s h a l l  b e  h a n d l e d  u n d e r t h e  S p e c i a l  R u l e s  o f  P r o f t : s s i o n a l

Conduct ,  o therw ise ,  the  compla in t  sha l l  be  hand led  under  Ar t i c les  58  to  t5 , l  o f  ITMA'

Ar t i c les  o f  Assoc ia t ion  and the  ITMA Code o f  Prac t ice  ra ther  than by  the  L i t iga tor

Conduct  Commi t tee .

l f  i t  i s  d e t e r m i n e d  u n d e r  p a r a g r a p h  3 . 6  t h a t  t h e  c o m p l a i n t  c o n c e r n s  a  p o r s s i b l e  b r e a c h

of  the  Spec ia l  ru les  o f  Pro fess iona l  Conduct ,  and i f  the  compla in  cannot  b re  reso lved on

the  bas is  o f  med ia t ion  or  conc i l ia t ion ,  o r  i f  the  appo in ted  person or  body  so  d i rec ts ,

the  compla in t  sha l l  be  re fe r red  to the  L i t iga tor  Conduct  Commi t tee  appo in ted  unc le r
p a r a g r a p h  4 .  a f t e r  c o n s u l t a t i o n  w i t h  t h e  c o m p l a i n a n t .

The Li t igator Conduct Committee

The L i t iga tor  Conduct  Commi t tee  sha l l  be  a  commi t tee  o f  ITMA,  sha l l  be  appo in ted

under  an  appo in tment  p rocedure  se t  up  by  ITMA,  sha l l  be  appo in ted  fo r  each

compla in t  o r  ser ies  o f  assoc ia ted  compla in ts .  The Commi t tee  sha l l  cons is t  o f :

th ree  Fe l lows o f  ITMA:  and

at  leas t  two members  exper ienced in  l i t iga t ion  appo in ted  by  the  [ ]e r r  Counc i l

and/or  the  Law Soc ie ty  o r  fa i l ing  such appo in tment  by  the  Secre tary  o f  S ta te

fo r  Trade and Indus t rv .

The L i t iga tor  Conduct  Commi t tee  sha l l  remain  va l id ly  cons t i tu ted  and competent  to

dec ide  any  mat te r  under  the  D isc ip l inary  Procedure  no tw i ths tand ing  on€r  rnember  o f
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5 .

5 . 1

the  or ig ina l l y  appo in ted  L i t iga tor  conduct  commi t tee  a t  any  t ime res ign ing lo r
o therw ise  fa i l ing  to  par t i c ipa te  in  the  L i t iga tor  Conduct  commi t tee .  l f  a t  a r ry  t ime a
second member  res igns  or  fa i l s  to  par t i c ipa te  in  the  L i t iga tor  Conduct  Conrmi t tee ,  the
L i t iga tor  Conduct  Commi t tee  sha l l  be  reappo in ted  and the  procedure  be fore  the
L i t iga tor  Conduct  Commi t tee  sha l l  be  re in i t ia ted  un less  o therw ise  agreec l , , ru i th  the
compla inant  and the  Trade Mark  L i t iga tor "
Procedure before the Li t igator Conduct Committee

The L i t iga tor  Conduct  Commi t tee  sha l l  ascer ta in  the  fac ts f rom the  compr la inant  and
from the Cert i f ied Person and can seek facts and views from others as the Li t igator
Conduct  Commi t tee  deems appropr ia te .  The L i t iga tor  Conduct  Commi t te le ,  can
ad jud ica te  on  any  breach o f  Ar t i c les  59  to  62  o f  ITMA's  Ar t i c les  o f  Assoc i ; l l i on  o r  the
ITMA Code o f  Prac t ice  as  we l l  as  any  breach o f  the  Spec ia l  Ru les  o f  Pro fes : ; iona l
Conduct .  The L i t iga tor  Conduct  Commi t tee  sha l l  a l low pro fess ion  or  o ther r
representa t ion  fo r  the  compla inant  and fo r  the  Cer t i f ied  Person.

The L i t iga tor  Conduct  Commi t tee  sha l l  g ive  the  par t ies  the  oppor tun i ty  o f  a  hear i r rg
before  reach ing  a  dec is ion .  The L i t iga tor  Conduct  commi t tee  sha l l  have the  r igh t  to
determine tha t  bo th  par t ies  be  no t  p resent  a t  the  same hear ing .

The Powers of the Litigator Conduct Committee

The L i t iga tor  Conduct  Commi t tee  sha l lg ive  a  reasoned dec is ion .  The L i t iS ;a to r  Conduct
Commi t tee  sha l l  have the  power  to  impose one or  more  o f  the  fo l low ing  sanc t ions ,  as
i t  d e e m s  a p p r o p r i a t e '

a n  u n p u b l i s h e d  w a r n i n g ;

a  p u b l i c  r e p r i m a n d ;

an  order  to  pay  a  f ine  to  ITMA up to  leve l  5  o f  the  s tandard  sca le  o f  f ines  fo r
s u m m a r y  o f f e n c e s  a s  s e t  o u t  i n  S . 3 7  C r i m i n a l J u s t i c e  A c t  1 9 8 2  a s  a r n e n d e d
f rom t ime to  t ime;

a n  o r d e r  t o  t a k e  r e m e d i a l a c t i o n ;

an  order  to  fo rego or ,  i f  appropr ia te ,  to  repay  some or  a l l  o f  the  charges
rendered in  connect ion  w i th  the  L i t iga t ion  work  compla ined o f ;

a n  o r d e r t o  p a y  c o m p e n s a t i o n  t o  t h e  c o m p l a i n a n t  u p  t o  l e v e l  5  a s  i n  ( c ) a b o v e ;

an  order  to  pay  a  p ropor t ion  o f  o r  the  fu l l  cos ts  o f  the  d isc ip l inar l r  l r rocedure ;

an  order  suspend ing  the  t rade mark  a t to rney  f rom ac t ing  as  a  Trade Mark

L i t iga tor  o r  impos ing  cond i t ions  on  h is  o r  her  cont inued prac t ice  as  a  Cer t i l ' i ed
Person,  e i ther  fo r  a  l im i ted  per iod  or  inde f in i te ly ;
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( i )  an  order  to  re fe r  the  mat te r  to  the  Counc i l  o f  ITMA or  o ther  emprc ,wered ITMA
body w i th  a  recommendat ion  to  cance l  the  Trade Mark  L i t iga tor ' s  membersh ip
o f  ITMA e i ther  fo r  a  l im i ted  per iod  or  inde f in i te ly ;

( j )  i f  the  L i t iga tor  Conduct  Commi t tee  has  been empowered to  impo: ;e  such i ln
order ,  an  order  cance l l ing  the  Trade Mark  L i t iga tor ' s  membersh ip  o f  ITMA
ei ther  fo r  a  l im i ted  per iod  or  inde f in i te ly ;

(k )  an  order  re fe r r ing  the  Cer t i f ied  Person to  the  Secre tary  o f  S ta te  fo r  Trade and
Indus t ry  under  Ru le  10  and ru les  1 -4 to  17  o f  The Reg is te r  o f  T rade Mark  Agents
Ru les  1-990 and send ing  the  Secre tary  o f  S ta te  a  copy  o f  the  Dec is ion .

( l )  an  order  tha t  the  who le  dec is ion  or  a  summary  or  par t  o f  the  dec i : ; ion ,  w i th  o r
w i thout  the  names o f  the  par t ies ,  be  pub l ished.

7. Appeals Procedure

7 . I  T h e r e  s h a l l  b e  a n  a p p e a l t o  a n  i n d e p e n d e n t  p e r s o n  o r  b o d y  o f  p e r s o n s  a p p o i n t e d  b y
ITMA agreeab le  to  the  par t ies ,  o r  in  the  absence o f  agreement  de termined in
accordance w i th  the  Arb i t ra t ion  Ac t  1996 as  may be  amended or  rep lacerc l f rom t ime
to  t ime.


